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TRADE MARKS ACT 1994
IN THE MATTER OF UK REGISTRATION 3145397

IN THE NAME OF ROGER CHARLES GAWN
IN RESPECT OF THE TRADE MARK

VANNERS

IN CLASSES 14, 24 AND 25
AND THE APPLICATION FOR REVOCATION THEREOF
UNDER NUMBER 506488
BY BARROW HEPBURN & GALE LTD
AND
IN THE MATTER OF APPLICATION NO 3958917

BY BARROW HEPBURN & GALE LTD
TO REGISTER AS A TRADE MARK

VANNERS 1740

IN CLASSES 24, 25, 27 AND 35

AND OPPOSITION THERETO UNDER NO 445315
BY ROGER CHARLES GAWN



BACKGROUND AND PLEADINGS

1. Trade mark number 3145397 VANNERS stands registered in the name of Roger
Charles Gawn (hereinafter Mr Gawn). It was filed on 20 January 2016 and completed
its registration process on 15 April 2016. It is now expired, having been due for renewal
on 20 January 2026. Annex 1 to this decision contains the goods shown on the

register.

2. On 5 September 2023, Barrow Hepburn & Gale Ltd (hereinafter BHG) sought
revocation of the mark on grounds of non-use. BHG claim that Mr Gawn has not put
the contested mark, VANNERS, to genuine use in the United Kingdom (UK) within the

following five-year periods:

e Under section 46(1)(a), the applicant claims that the mark has not been used
in the five years following completion of registration of the contested mark. That
is, 16 April 2016 until 15 April 2021. Accordingly, the earliest date at which

revocation can take effect is 16 April 2021.

e Under section 46(1)(b), the applicant claims that the mark has not been used
during the period 5 September 2018 until 4 September 2023. The date on which

it wants revocation to take effect is 5 September 2023.

3. Mr Gawn filed a counterstatement, in which he submits that there have been two
assignments made in respect of the VANNERS mark and confirms that he, or his
predecessors in title, have made genuine use of the contested mark in both relevant

periods.

4. On 20 September 2023, BHG applied to register trade mark number 3958917 for
the mark VANNERS 1740. The application is made for the goods and services shown

in annex 2 to this decision.

5. Mr Gawn opposed the application under sections 5(2)(b), 5(3) and 5(4)(a) of the Act
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6. For the purposes of section 5(2)(b) Mr Gawn relies on the trade mark VANNERS
registered under number 3145397. He submits that the opposed application is highly
similar to his earlier mark, which is entirely contained within the application and is the
most distinctive part of it. Further, he submits that the goods and services covered by
the competing marks are identical or highly similar and would lead to confusion on the

part of the public (that would include a likelihood of association).

7. For the purposes of section 5(3) Mr Gawn relies on the trade mark VANNERS
registered under number 3145397. He submits that:

‘IMr Gawn] has established an extensive reputation in its trade mark in the
United Kingdom and beyond through substantial use and promotion over a
significant period of time...Use by [BHG] of the opposed mark in relation to
the goods and services covered by the Application would unfairly trade off,
or ride on the coat-tails of, this significant reputation. Additionally, [BHG]
through use of the opposed mark, will benefit from the power of attraction,
reputation and prestige of the eatrlier registration, and exploit the marketing

effort expended by [Mr Gawn] over many years of use and promotion”.

8. Mr Gawn claims use of BHG’s VANNERS 1740 mark would result in it gaining unfair
advantage. Additionally, there would be damage to the repute of his earlier VANNERS

mark and detriment to the distinctive character of that mark.

9. BHG filed a counterstatement in which it denied all of the grounds in the opposition.

10. Both parties filed evidence and written submissions. A hearing was requested,

prior to which BHG filed a skeleton argument.

11. A hearing took place before me on 12 February 2026 at which Carin Burchell of
BRANDED! TM LIMITED represented BHG. Mr Gawn was represented by Dummett
Copp until some point after the evidence in reply was filed. He now represents himself
and did so at the hearing.
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12. Although the UK has left the European Union (EU), section 6(3)(a) of the European
Union (Withdrawal) Act 2018 requires tribunals to apply EU-derived national law in
accordance with EU law as it stood at the end of the transition period. The provisions
of the Act relied upon in these proceedings are derived from an EU Directive. That is

why this decision continues to refer to EU trade mark law.

Mr Gawn’s evidence

First withess statement by Roger Charles Gawn and exhibits RG1 - RG12

13. Mr Gawn is the proprietor of Vanners and provides evidence of use, reputation

and goodwill. His statement is dated 8 February 2024.

Witness statement by Lewis Andrew Jones and exhibit LAJ1

14. Mr Jones is an attorney at Mr Gawn'’s then representative. He gives evidence of
use of VANNERS in combination with the date 1740. His statement is dated 17 June
2024.

Second witness statement by Roger Charles Gawn and exhibits RG13 - RG14

15. Mr Gawn’s second statement provides copies of assignment documents and is
dated 3 January 2025.

BHG’s evidence
Witness statement by Carin Burchell and exhibits CEB1 — CEB7

16. Carin Burchell is BHG’s representative. Her evidence relates to Mr Gawn'’s

business activities and provides copies of administration forms and letters relating to
Silk Industries Ltd, articles from Suffolk News and The East Anglian Times, prints

taken from Companies House and a TM16. Her statement is dated 19 August 2024.

THE DECISION

17. 1 will deal first with BHG’s application to revoke Mr Gawn’s VANNERS trade mark.
In doing so, it is necessary to first consider a dispute about the validity of assignments
of the VANNERS trade mark and a further dispute concerning the status of one of the

companies said to be using the VANNERS trade mark.
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The assignments

18. Two assignments have been recorded on the UK TM register against the contested
VANNERS trade mark. | have underlined the relevant details:

6 December 2023 - Full assignment

Full Assignment RC000420540 received on date 30/11/2023 has been
recorded, resulting to the change of ownership from Silk Industries Limited
(id: 382865, company number: 04667190, country: GB) to Vanners Silk
(1740) Ltd (id: 1888436, company number: 13087859, country: GB). The
effective date of assignment is 24/12/2020.

6 December 2023 - Full assignment

Full Assignment RC000420542 received on date 30/11/2023 has been
recorded, resulting to the change of ownership from Vanners Silk (1740)
Ltd (id: 1888436, company number: 13087859, country: GB) to Roger
Charles Gawn (id: 1888454, country: GB). The effective date of assignment
is 11/02/2022.

19. BHG submitted that Mr Gawn must fail in these cases because:’

...(b) there had not been a valid assignment of the Registration and any
related goodwill to the current owner which would enable it to benefit from
the use of the mark to (i) prevent cancellation of the Registration; or (ii)

invoke the Registration as the basis for opposition.

20. At the hearing, Ms Burchell, for BHG, submitted that the delay in filing the
assignments with the Trade Mark Registry casts doubt on their validity.

' See BHG’s submissions filed with its evidence dated 19 August 2024
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21. Mr Gawn’s submissions say, as follows:

e SILK INDUSTRIES LIMITED applied to register the trade mark VANNERS on
20 January 2016

e SILK INDUSTRIES LIMITED owned the VANNERS brand until it went into
administration

e SILK INDUSTRIES LIMITED was bought by VANNERS SILK (1740) LTD on
24 December 2020. The current proprietor, Mr Gawn, was the Managing
Director of VANNERS SILK (1740) LTD.

e VANNERS SILK (1740) LTD assigned ownership of the VANNERS brand to Mr
Roger Gawn, on 11 February 2022.

22. | disagree with Ms Burchell's submission that the delay in filing the two
assignments of the VANNERS trade mark casts doubt on the validity of those
assignments. Section 25 of the Act and rule 49 of the Trade Marks Rules 2008 (as
amended), which deal with registerable transactions such as assignments, do not
require parties to notify the Trade Mark Registry of an assignment within a specified

period, nor do they require the actual assignment document to be filed.

23. In response to Ms Burchell’'s witness statement, Mr Gawn filed copies of the
contested assignment documents, the contents of which have not been challenged by
BHG. These documents confirm that SILK INDUSTRIES LIMITED was bought by
VANNERS SILK (1740) LTD on 24 December 2020. The sale included the goodwill
and intellectual property in the VANNERS trade mark.?2 On 11 February 2022,
VANNERS SILK (1740) LTD assigned ownership of the VANNERS brand to Mr Roger
Gawn. That sale included the goodwill and intellectual property relating to the
VANNERS trade mark.?

2 See exhibit RG13
3 See exhibit RG14
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24. | am satisfied that the assignments are valid and Mr Roger Gawn is the current
owner of the VANNERS trade mark that is the subject of this revocation application by
BHG.

Companies using the VANNERS mark

25. In addition to the assignment issue, BHG also submit that the owner of the

contested trade mark was unable to trade at the relevant time.

26. This claim relates to the company Vanners International Limited. Mr Gawn submits
that Vanners International Limited currently uses the VANNERS mark with his

consent, under what he describes as an effective licence.

27. In her submissions and skeleton argument for BHG, Ms Burchell casts doubt on
the use of the VANNERS mark being made by Vanners International Ltd as it is listed
on the Companies House (CH) register as a dormant company. Ms Burchell also
draws my attention to the fact that Mr Gawn has 139 appointments at CH. Her
evidence includes a print from the CH register that shows Mr Gawn’s appointments
and a further print that confirms Vanners International Limited has been dormant since
7 February 2019.4

28. In the matter of Mr Gawn’s other company interests, Ms Burchell has not provided
any submission as to why the number of companies a person is involved in is relevant
to this matter. | can see no reason and accordingly, | will give it no further

consideration.

29. With regard to companies using the VANNERS marks, Mr Gawn refers to SILK
INDUSTRIES LIMITED, VANNERS SILK (1740) LTD and a third company, VANNERS
INTERNATIONAL LIMITED, as ‘My Company’. He also makes reference to other
‘linked’ companies, all of which, he says use the VANNERS trade mark with the

permission of the trade mark owner at the relevant time.

4 See exhibit CEB5
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30. In his evidence in reply, Mr Gawn said:

“3. Use of the Registration and the Mark has also been carried out by a
variety of linked Companies, all of which carried out the use under effective
licence and with the consent of the relevant owner of the Registration at the
time of the use. Any goodwill and use of the Mark/Registration accrued to
the relevant Registration owner at the time of the use. | confirm | am fully
conversant with the activities which have been carried out by these
companies and was an active Director of each company at the time of the
use first occurring. Examples of the companies (names at the time of the

use occurring) and types of use include -

* Vanners (Dye House) Ltd - dyeing of silk.

* Vanners (Silk Weaving) Ltd - weaving of silk.

* Vanners Silk (Designs) Ltd - design work.

* Vanners Clothing Ltd - further design work and sampling of products.
* Vanners (Export Sales) Ltd - export sales.

* Vanners & Co (Sudbury) Ltd - Factory management.

* Vanners Silks Ltd - current manufacturing and trading entity.

» Vanners Web Sales Ltd - Web sales.

* Vanners International Ltd - International investment,

contracts, licensing and additional activities”

And:

“11. As discussed previously and above, the Mark is currently used by
VANNERS INTERNATIONAL LTD, along with other linked companies,
under effective licence and with my consent as the Owner of the Mark and
Registration. At this precise moment in time, significant sales are not taking
place, given that the brand and companies are in the process of moving
production premises. This move is being driven by VANNERS
INTERNATIONAL LTD, and the interruption to sales is temporary (and
certainly not a period of five years or more), with goodwill, reputation, and

consumer recognition (under my personal ownership) preserved.”
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31. | am satisfied that since the first assignment, dated 24 December 2020, which
transferred ownership of VANNERS to Vanners Silk (1740) Ltd, Mr Gawn has been
the controlling mind behind the VANNERS brand, whether as a managing director of
numerous VANNERS companies, or in his own name. VANNERS INTERNATIONAL
LIMITED is one of several companies used by the proprietor and the fact that one or
more of those is dormant does not mean that there has not been trade by others in

the group, or by Mr Gawn in his personal capacity.

32. BHG submitted that if | was against them on the assignment point and Mr Gawn’s
ability to trade under the VANNERS mark:

“...the Applicant claims that the only use that has been evidenced as having
been made of the mark is on ties and braces and that all the remaining
goods should therefore be cancelled on the grounds of non-use.”

33. | will return to this point in my assessment of genuine use.

The law

34. Section 46 of the Act stands as follows:

“(1) The registration of a trade mark may be revoked on any of the following

grounds —

(a) that within the period of five years following the date of completion
of the registration procedure it has not been put to genuine use in the
United Kingdom, by the proprietor or with his consent, in relation to
the goods or services for which it is registered, and there are no proper

reasons for non-use;

(b) that such use has been suspended for an uninterrupted period of

five years, and there are no proper reasons for non-use;
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(d)...

(2) For the purposes of subsection (1) use of a trade mark includes use in
a form (the ‘variant form’) differing in elements which do not alter the
distinctive character of the mark in the form in which it was registered
(regardless of whether or not the trade mark in the variant form is also
registered in the name of the proprietor), and use in the United Kingdom
includes affixing the trade mark to goods or to the packaging of goods in

the United Kingdom solely for export purposes.

(3) The registration of a trade mark shall not be revoked on the ground
mentioned in subsection (1)(a) or (b) if such use as is referred to in that
paragraph is commenced or resumed after the expiry of the five year period

and before the application for revocation is made:

Provided that, any such commencement or resumption of use after
the expiry of the five year period but within the period of three months
before the making of the application shall be disregarded unless
preparations for the commencement or resumption began before the

proprietor became aware that the application might be made.

(4) An application for revocation may be made by any person, and may be

made either to the registrar or to the court, except that —

(a) if proceedings concerning the trade mark in question are pending
in the court, the application must be made to the court; and

(b) if in any other case the application is made to the registrar, he may

at any stage of the proceedings refer the application to the court.
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(5) Where grounds for revocation exist in respect of only some of the goods
or services for which the trade mark is registered, revocation shall relate to

those goods or services only.

(6) Where the registration of a trade mark is revoked to any extent, the
rights of the proprietor shall be deemed to have ceased to that extent as

from —

(a) the date of the application for revocation, or

(b) if the registrar or court is satisfied that the grounds for revocation

existed at an earlier date, that date.”

35. Also relevant is section 100 of the Act, which states:

“If in any civil proceedings under this Act a question arises as to the use to
which a registered trade mark has been put, it is for the proprietor to show

what use has been made of it.”

36. In easyGroup Ltd v Nuclei Ltd & Ors,> Arnold LJ summarised the law relating to

genuine use as follows:

“105. The principles applicable to determining whether there has been
genuine use of a trade mark have been considered by the CJEU in a
considerable number of cases, the principal decisions being Case C-40/01
Ansul BV v Ajax Brandbeveiliging BV [2003] ECR 1-2439, Case C-259/02
La Mer Technology Inc v Laboratories Goemar SA [2004] ECR 1-1159,
Case C-416/04 P Sunrider Corp v Office for Harmonisation in the Internal
Market (OHIM) (Trade Marks and Designs) [2006] ECR 1-4237, Case C-
442/07 Verein Radetsky-Order v Bundervsvereinigung Kamaradschaft
'Feldmarschall Radetsky’ [2008] ECR 1-9223, Case C-495/07 Silberquelle
GmbH v Maselli-Strickmode GmbH [2009] ECR 1-2759, Case C-149/11

5[2023] EWCA Civ 1247
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Leno Merken BV v Hagelkruis Beheer BV [EU:C:2012:816], Case C-609/11
Centrotherm Systemtechnik GmbH v Centrotherm Clean Solutions GmbH
& Co KG [EU:C:2013:592], Case C-141/13 P Reber Holding & Co KG v
OHIM (Trade Marks and Designs) [EU:C:2014:2089], Case C-689/15 W.F.
Gb6zze Frottierweberei GmbH v Verein Bremer Baumwollbérse
[EU:C:2017:434] and Joined Cases C-720/18 and C-721/18 Ferrari SpA v
DU [EU:C:2020:854].

106. Ignoring issues which do not arise in the present case, such as use in
relation to spare parts or second-hand goods and use in relation to a sub-
category of goods or services, the principles may be summarised as

follows:

(1) Genuine use means actual use of the trade mark by the proprietor or by

a third party with authority to use the mark: Ansul at [35] and [37].

(2) The use must be more than merely token, that is to say, serving solely
to preserve the rights conferred by the registration of the mark: Ansul at
[36]; Sunrider at [70]; Verein at [13]; Centrotherm at [71]; Leno at [29];
Ferrari at [32].

(3) The use must be consistent with the essential function of a trade mark,
which is to guarantee the identity of the origin of the goods or services to
the consumer or end user by enabling him to distinguish the goods or
services from others which have another origin: Ansul at [36]; Sunrider at
[70]; Verein at [13]; Silberquelle at [17]; Centrotherm at [71]; Leno at [29];
Goézze at [37], [40]; Ferrari at [32].

(4) Use of the mark must relate to goods or services which are already
marketed or which are about to be marketed and for which preparations to
secure customers are under way, particularly in the form of advertising
campaigns: Ansul at [37]. Internal use by the proprietor does not suffice:
Ansul at [37]; Verein at [14]. Nor does the distribution of promotional items

as a reward for the purchase of other goods and to encourage the sale of
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the latter: Silberquelle at [20]-[21]. But use by a non-profit making

association can constitute genuine use: Verein at [16]-[23].

(5) The use must be by way of real commercial exploitation of the mark on
the market for the relevant goods or services, that is to say, use in
accordance with the commercial raison d'étre of the mark, which is to
create or preserve an outlet for the goods or services that bear the mark:
Ansul at [37]-[38]; Verein at [14]; Silberquelle at [18]; Centrotherm at [71].

(6) All the relevant facts and circumstances must be taken into account in
determining whether there is real commercial exploitation of the mark,
including: (a) whether such use is viewed as warranted in the economic
sector concerned to maintain or create a share in the market for the goods
and services in question; (b) the nature of the goods or services; (c) the
characteristics of the market concerned; (d) the scale and frequency of use
of the mark; (e) whether the mark is used for the purpose of marketing all
the goods and services covered by the mark or just some of them; (f) the
evidence that the proprietor is able to provide; and (g) the territorial extent
of the use: Ansul at [38] and [39]; La Mer at [22]-[23]; Sunrider at [70]-[71],
[76]; Centrotherm at [72]-[76]; Reber at [29], [32]-[34]; Leno at [29]-[30],
[56]; Ferrari at [33].

(7) Use of the mark need not always be quantitatively significant for it to be
deemed genuine. Even minimal use may qualify as genuine use if it is
deemed to be justified in the economic sector concerned for the purpose of
creating or preserving market share for the relevant goods or services. For
example, use of the mark by a single client which imports the relevant
goods can be sufficient to demonstrate that such use is genuine, if it
appears that the import operation has a genuine commercial justification for
the proprietor. Thus there is no de minimis rule: Ansul at [39]; La Mer at
[21], [24] and [25]; Sunrider at [72]; Leno at [55].

(8) It is not the case that every proven commercial use of the mark may

automatically be deemed to constitute genuine use: Reber at [32].”
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Evidence of use

37. Mr Gawn submits that the VANNERS brand has been in existence since 1740. He
provides examples that show VANNERS branding along with its date of
establishment.® For example, The VANNERS Instagram page (undated) states ‘EST
in 1740’ and the Instagram name used by the company is VANNERS1740. An undated
photograph shows a sign on a gate that reads, ‘'VANNERS, woven in England since
1740’, as below:

WOVEN IN ENGLAND SINCE 1740

38. The moth logo shown above the word VANNERS is also present on some product

labels, as shown in the undated photograph below, which also includes the date 1740:

39. An article taken from The Telegraph is titled, ‘Inside Vanners, makers of the silks
for the most sumptuous dressing gowns imaginable’. It is dated 9 December 2018 and

includes the following:’

6 See exhibit RG1 for these examples
7 See exhibit RG3, page 9
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“Vanners is the artisanal silk maker that provides the lavishly woven silks
for New & Lingwood’s dressing gowns, and is one of the oldest companies
in the silk weaving industry. Vanners was founded in 1740, springing from
the Huguenot silk weavers who had recently fled persecution in France and

set up shop in Spitalfields...

Despite the fact that we could be in any rain-washed industrial park in any
town across the country, the sense of history is immediately clear within the
walls of Vanners, which are lined with imagery charting the company’s
Journey, from satellite sites in London in the Victorian period to fragments

of silk dating back centuries...

The process to create such a piece, as expected, is an involved one.
Vanners employs around 80 people, and processes around 180,000 to
200,000 metres of silk per year, supplying not just New & Lingwood but a

host of brands, including Ralph Lauren and Brooks Brothers.”

40. The article concludes:

“...It’s a pleasure to work with the mill, you learn something new every time,
and more and more we’re seeing that people are interested in
bespoke craftsmanship and pieces with a specialness and longevity.” And
there’s no British silk maker more special, or with more history, than

Vanners.”

41. Mr Gawn states that VANNERS is particularly renowned for fabrics and textiles
(particularly silk) along with ties, scarves and cravats. Regarding VANNERS historical

significance, he says:

“8. My Company's activities and products over the years have genuine
historic importance and impact. Our silks have been used in the clothing of
Royals, celebrities, and Michelle Obama, and have been incorporated into

the dress uniforms of regiments in the military. Collections of My Company's
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historic silks have been curated by the Science Museum Group, and My

Company was featured in an exhibition in 2017 at Gainsborough House
'Silk: From Spitalfields to Sudbury”.

42. Exhibits from the exhibition include photographs, with the word VANNERS below,

that show Michelle Obama and Adele in silk dresses and a page that has the

VANNERS moth logo stamped at the top and shows silk tie patterns for military

regiments, including the Dragoon Guards.® These are not dated but must evidently

pre-date the exhibition date in 2017, in order to have been included in it.

43. Mr Gawn provides the following turnover figures, rounded to the nearest thousand

pounds:

Year (ending 30 April) Turnover (£)
2014 9,893,000
2015 9,829,000
2016 9,113,000
2017 7,941,000
2018 6,886,000
2019 6,229,000

44. Prior to Mr Gawn’s ownership of VANNERS, the company went into administration
towards the end of 2020. Mr Gawn submits:

“22...sales were able to continue during administration, with a figure of over

£288,000 provided by the official Progress Report of the administrators, an

extract from which is included in Exhibit RG9, for the period 09 November

2020 to 08 May 2021.

Therefore, even during the most difficult time for the company where sales

were inevitably impacted significantly both by the administration and covid,

turnover remained at a level which would always be considered to be above

8 See exhibit RG2
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‘token’, and indeed very successful for many business (particularly during

the time where covid had a significant impact)...”.

45. Mr Gawn submits that the VANNERS premises was a renowned local landmark,
which included an onsite store. He confirms that VANNERS products have been
offered through physical and online stores, wholesale in the form of fabrics and textiles
(made into products by third parties) and by collaboration with clothing makers, where

VANNERS is used alongside the brands of collaborating companies.

46. An Instagram post by Vanners1740, dated 10 June 2021, reads: “Our Mill Shop in
Sudbury is open every Thursday 10am-4pm.” The following photograph accompanies

the post:

47. Mr Gawn provides eight prints taken from Waybackmachine that show the
VANNERS website between 4 June 2016 and 28 July 2020. The following is shown at

the top left corner of each page:

VANNERS

48. Each page has details for the VANNERS online store and the Mill Shop and a link
to Penrose London. Penrose London is described as, ‘Making and internationally

supplying men’s accessories, specialising in woven silk ties’.'® Each of the web pages

9 See exhibit RG3, page 2
0 See exhibit RG4, page 2
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also has button headings to click on, that take the user to various departments. These
include neckwear silk, furnishing silk, couture silk and a section for cufflinks, though
there are no prints showing what lay behind these headings. The ‘News’ part of the
front page in 2016 and 2017 has links to the Cinderella Premiere 2015 and a Vivienne
Westwood dress as well as VANNERS on the Runway 2014’

49. A page dated 26 August 2018 contains a lot of broken links and many of the
photographs of goods are missing. It does list two lapel pins, four bracelets and two

pairs of cufflinks for sale and includes the following text:

“Vanners is the jewel in England’s silk weaving industry, manufacturing
Jacquard silk fabrics since the 18th Century to supply the best brands and

fashion houses around the world.

Our main site is our weaving factory based in the county of Suffolk. We
produce the highest quality Jacquard woven silk for accessories such as
ties, bow ties and scarves and we also specialise in the finest interior
furnishing fabrics and couture design. We wanted to showcase our
exceptional designers’ skills to offer the best menswear accessories to
complement our luxurious ties and we now have many menswear

collections including scarves, cufflinks and socks.

Our cufflink range are some of the finest Handmade Enamels in the world.
Today cufflinks are a key accessory for the modern well-dressed man and
are a natural complement to neckties giving an extra touch of luxury to a

tailored shirt...”

50. Mr Gawn provides photographs of the inside of the Mill Shop, which he says
operated throughout the relevant time periods up until the closing of the mill and the

shift to new premises. The photographs are not dated:

1 See exhibit RG5

18|Page



N

VANNERS
[

51. Five Tripadvisor reviews for the Mill Shop are dated between April 2018 and
August 2019 and praise the knowledge of staff and history of the mill as well as the

quality of the fabrics on sale.?

52. Mr Gawn provides prints from Etsy, Vero, Haines Collection and eBay showing
Vanners Silk for sale. These are not dated, though | note the Etsy listing has shop
reviews up to December 2023."® Mr Gawn’s trade mark attorney (at the point when he
was professionally represented) filed a withess statement and exhibits to show that
Vanners had been established in 1740.'* This included a listing for VANNERS silk
jacquard fabric for sale on Sewing HQ. The page is not dated but has a copyright date
of 2023. It includes:

“This exquisite silk jacquard originates from the renowned Silk Mill Vanners,
a distinguished silk weaver in England with a rich history dating back to
1740. Jacquard fabric, known for its intricate patterns and textures, exudes
an opulent and luxurious aesthetic. With its substantial weight and a
captivating leaf motif that shimmers delicately, it offers a truly mesmerizing
visual appeal. Unleash your designer sensibilities by adorning yourself in a
tailored jacket, an elegant full skirt, or a glamorous one-piece dress crafted
from this extraordinary fabric. Explore its versatility by fashioning a range

of accessories such as handbags, ties, and cravats, or elevate your living

12 See exhibit RG5
13 See exhibit RG6
4 See exhibit LAJ1
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space with designer cushions, curtains, throws, runners, and other

delightful creations”.

53. An undated listing on APPARELX has five VANNERS fabrics for sale including

three ply check, silk and silk satin. It includes the following:

“VANNERS is a British silk textile factory with a history of more than 270
years, founded in 1740. With the solid technical capabilities and innovative
ideas cultivated through its long history, it truly expresses Elegance as a

product, and its silk textile with elasticity and durability”.

54. Mr Gawn provides prints from third party websites that show VANNERS fabric

used by those third parties.’ None of these is dated. They are as follows:

e Alisting on Marks and Spencer’s website shows a tie described as, “...woven

in the finest silk and hand-crafted by Vanners in Sudbury”.

e Braces by Albert Thurston, referencing VANNERS SILK WEAVERS on the
packaging:

e A tie by Tommorowland, using fabric from VANNERS SILK WEAVERS:

5 See exhibit RG7
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e Atie by Turnbull & Asser has the following label:

v .

e The following description appears on Turnbull & Asser’s website:

“YANNERS Using the finest quality silk made by the pre-eminent silk
weavers, Vanners, the chosen fabrics are transported to our tie factory in
Sidcup where skilled sewers hand-stitch the ties. Weaving since 1740,

Vanners are one of Europe’s oldest, most prestigious silk weavers.”

e Redmayne’s website has a blue and gold silk tie, priced at £130, and described

as follows:

“‘Redmayne Blue and Old Gold Noble Horse — “We love this woven silk by
Vanners. Well, of course we would. The perfect tie for every outfit. Well
balanced combination of Redmayne blue and the old gold noble horse

motif, exclusively woven by Vanners for Redmayne”.

e Four pairs of braces are also shown on the Redmayne website, also priced at
£130. They are described as ‘Redmayne Braces — Vanners’. One pair matches
the blue and gold tie. Three of the styles are ‘sold out'.

55. A second Telegraph article, dated 29 January 2021, is titled, ‘Why demand for

four-figure dressing gowns has sky rocketed in lockdown’ and refers to third party
businesses using VANNERS silk:
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“The gowns are crafted by hand in the UK, taking up to six weeks, and the

process involves working with one of the oldest silk mills in existence,

Vanners in the Suffolk market town of Sudbury. Founded on the back of the

Huguenot silk weavers exodus, it has created the silks for New & Lingwood,

as well as a host of others, for centuries”.

56. The article includes the following:

57. Mr Gawn provides what he describes as a representative, but non-exhaustive

selection of sales invoices relating to products bearing the VANNERS mark.'®

58. Each invoice has the following at the top:

- ‘\ /‘ -
Rt B
':': A:.O...

LT

VANNERS

59. For ease of reference, | provide the following table:

Invoice date Location Items purchased Cost
23 February 2015 | London W1R | 5.7m of one fabric £489.96
Linen/silk

¢ See exhibit RG10

22|Page




4 March 2015 London SW11 | 15m fabric £1083.00
Woven silk

21 May 2015 Fife 206.4m of one fabric £6811.20

14 July 2015 London SW1 MW Main fabric £7286.40

8 January 2016 London SE1 10 fabrics — total 23.4m £614.95

8 January 2016 London SE1 8 fabrics — total 14.10m £397.62

8 January 2016 London SE1 8 fabrics — total 23.4m £659.88

1 September 2016 | Berkshire SL4 | 52 ties £643.20

29 Sept 2016 Hertfordshire 10 fabrics — total 47m £6357.12

3 November 2016 | London N1 2 fabrics — total 21.6m £8764.19
Silk

21 November 2016 | London NW5 5 fabrics — total 10m £676.80
Silk

1 December 2016 | London W1S 104 ties £1934.64

3 February 2020 London W1K 6 fabrics — total 60.9m £1896.40

5 February 2020 Suffolk 2 fabrics — total 14.77m £1465.01
Silk/linen/wool
cotton/silk/linen

6 February 2020 Essex 5 fabrics — total 185.15m £11553.36
Silk

7 February 2020 Berkshire 34 ties £762.84

7 February 2020 London SE1 7.8m of one fabric £243.36

10 February 2020 | London SW1P | 182 ties £4876.87

19 August 2020 Suffolk 90.3m fabric £6846.44"
Silk/wool blend

14 Sept 2021 London W2A 64 ties £1789.27

14 December 2021 | London WC2A | 72 ties (ST Bows) £1732.25

14 March 2022 London WC2A | 708 ties £12576.38

21 March 2022 London WC2A | 18m of one fabric £1283.04
Woven silk

28 March 2022 London WC2A | 112 bow ties £2663.81

7 See exhibit RG3, page 10
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60. Mr Gawn provides examples from VANNERS social media pages and posts about
VANNERS by third parties.'®

Instagram
61. A post by Vanners1740 is dated 4 June 2021 and includes a photograph of a

complex silk design on a loom. The accompanying text reads: “Another Beautiful

Design Here”.

62. Vanners1740 posted updates about the Mill Shop, as follows:

e 10 June 2021 — Our Mill Shop in Sudbury is open every Thursday 10am — 4pm

e 17 June 2021 - Our shop in Sudbury is open today 10am — 4pm Where you can

buy a range of luxury silk goods, cufflinks and Gift sets like the one pictured.

e 1 July 2021 — Our talented team have made some beautiful silk bunting to add

to the collection of luxury silk goods.

8 See exhibit RG11
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e 8 July 2021 - Our Mill Shop in Sudbury is open today 10am — 4pm Where you

can purchase a variety of luxury silk goods, including a large array of ties

e 9 December 2021 - Our Mill Shop in Sudbury is open every Thursday 10am —
4pm Jan has decorated our tree with silk ties and decorations — doesn’t it look

great! Pop in and pick up some luxury silk items — Perfect for Christmas Gifting

63. An Instagram page for makeitbritish was posted on 21 March 2018 and includes

the following:
“Vanners have been weaving silk in Suffolk since 1740. | think that pretty
much makes them the oldest established UK manufacturer that will be at

our show! You'll find them in stand B19”

X (formerly Twitter)

64. A customer posted on 29 April 2016 — “Very worthwhile visit to the great
@ VannersSilk for some tie reinforcements”. The following photograph accompanies

the post:

P )

65. See also:
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e A post by Baddeley Brothers, dated 29 June 2018 — “We are inspired by this
intricate detailing on this design from @ VannersSilk at the @MakeltBritish live
exhibition? What do you think?”

e Fabric: Silk Road, post dated 8 July 2021 — Our Director checking out this
fabulous silk. #Vanners. A photograph shows Mr Gawn looking at fabric on a

loom.
e James Cartlidge MP, dated 10 February 2020 — “Great to visit Vanners in

Sudbury, founded in 1740. Delighted to hear the company is committed to

remaining in the town, where silk remains a major part of the local economy’.

e Dapper Fox Menswear, post, dated 14 April 2016 — “Thanks @ VannerSilk for

our new s/s tie collection. Beautiful as always’.

Facebook

66. A post, dated 25 December 2020, by Fabric: Silk Road, reads:

“We are delighted to announce that Vanners is now under New Ownership.

An experienced businessman Roger Gawn (owning brands such as Swaine

Adeney, Brigg, Herbert Johnson, Pendragon and more), has now
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completed the purchase of Vanners protecting our employee’s jobs and

ensuring our historic company continues with a new impetus.

2021 will continue to be a challenging year but one that we are really excited
about. We are looking forward to working with our existing clients and

partners and introducing new clients to our luxury products.”

67. Sudbury Silk Festival posted, on 14 August 2020, “Found this stunner at Vanners
whilst buying facemasks yesterday. Love the skill of the weaver, they’ve combined
satin weave (the egg shapes) and twill weave (circles and background)”. The following

photograph accompanies the post:

68. Mr Gawn also provides examples of articles about or making reference to
VANNERS: 9

e Make It British website, link to a podcast with Laura Gore, Managing Director
of Vanners, 18 February 2020. The podcast information includes:

“Vanners is one of the oldest textile businesses in the UK.”

e Suffolk News, 8 October 2021, ‘New Sudbury factory owner reveals plans for

future of historic Vanners Silk — including a silk museum’.

“Vanners is one of the oldest businesses in Suffolk.

It was founded in 1740 and moved to its Sudbury premises in 1870.

9 See exhibit RG12
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The company designs, develops and manufactures silk fabrics and
products for the luxury menswear, fashion and furnishing markets and

at its peak turned over around £10 million a year with 100 employees.”

e Great British Life, 15 August 2017, Sudbury, the UK capital of silk. Reporting
on an exhibition at Gainsborough House titled, ‘Silk: From Spitalfields to

Sudbury’.

“The most thrilling exhibits in a section focusing on techniques are, for
me at least, two Journeymen’s Pattern Books from the archive of
Vanners Silk Weavers, which have rarely, if ever, been on public
display. These wonderful early 19th century notebooks, originally
belonging to the Spitalfields weaver Samuel Wilson, give a

remarkable glimpse into the complexity of the craft.”

69. At some point after Mr Gawn bought VANNERS from liquidation, the factory and

mill shop in Sudbury closed. Mr Gawn includes the following notice in his evidence:%°

Important Nofice

We are in the process of relocating to norfolk.
Therefore, we are not manufacturing during this time.

We thank you for your patience whilst we get up & running again.
Please email any enquires to our Director,
rogergawn@btinternet.com.

Many Thanks,

The Vanners Team.
My conclusion on use of the VANNERS trade mark

70. At the hearing, Ms Burchell for BHG took me to each of the exhibits filed by Mr

Gawn. Her conclusion was that the majority of the exhibits are not evidence of sales,

20See RG1, page 5
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for example, the fact that exhibit RG3 shows the mill shop was open, is not evidence

that any sales were made.

71. Rather than looking at each exhibit in isolation, it is incumbent on me to consider
Mr Gawn’s evidence as a whole. The two periods for which non-use of the VANNERS
mark is claimed are 16 April 2016 to 15 April 2021 and 5 September 2018 to 4
September 2023.

72. 1t is certainly the case that much of the evidence is undated. For example, inter
alia, photographs of the factory, the mill shop exterior and interior and products bearing
VANNERS SILK WEAVERS labels. No indication has been given of how the
VANNERS trade mark has been promoted, nor is there any indication of market share.
It is also clear from the evidence that sales reduced in the later years of the second
relevant period and there is little or no dated evidence showing sales or third party
commentary during this time. Invoices for the period after VANNERS went into

liquidation amount to somewhere in the region of £36k, £25k of that being for ties.

73. That said, UK turnover figures are more than £6m per year for the period April
2016 to April 2019. From 9 November 2020 to 8 May 2021, whilst in administration,
VANNERS had turnover of £288,000. These figures are not insignificant and are
supported by invoices dated from, at least April 2016 to 28 March 2022. The invoice
dates cover the whole of the first relevant period and more than half of the second.
Each invoice has the word VANNERS clearly displayed at the top, below the silk moth
device. Ms Burchell says of the invoices, “...Vanners isn’t jumping out as a trade mark

in the way that the chrysalis logo does”.?"

74. In Colloseum Holdings AG v Levi Strauss & Co., 22 the court held that the ‘use’ of
a mark, in its literal sense, generally encompasses both its independent use and its
use as part of another mark taken as a whole or in conjunction with another mark,
providing that the mark continues to indicate origin. This is the case regardless of

whether or not separate protection has been sought for the other combinations. The

21 See page 8 of the transcript from the hearing
22 Case C-12/12, paragraph 32. See also Castellblanch SA v OHIM, Champagne Louis Roederer SA [2006]
ETMR 61
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VANNERS word mark clearly indicates origin, whether or not it is used alongside the
moth device and | find that use of the word mark VANNERS alongside the silk moth

device at the top of invoices is clearly use of the VANNERS word trade mark.

75. Archive website evidence covers most of the first relevant period and a third of the
second relevant period. On its website pages VANNERS is used, for the most part, in
word form, without the moth device. Though | note that the website evidence shows
buttons that can be pressed to access various parts of the VANNERS website, but

there is no evidence of what lay behind these buttons during the relevant periods.

76. The evidence does show that in the whole of the first relevant period and into the
second relevant period VANNERS made fabric, primarily silk, but also silk blends. It
also manufactured some of its own goods from those fabrics. Ties can be seen for
sale in the Mill Shop and ties and bow ties feature on invoices in both of the relevant
periods. For example, a post on X dated 29 April 2016 (in the first relevant period)

shows a customer having visited Vanners in person, to purchase ties.

77. What is also of note is that both VANNERS itself and its customers for its silk
fabrics make reference on product packaging and labelling to the fact that the silk used
in the finished garments originates from VANNERS, though unfortunately much of that

evidence is not dated.

78. Sales of fabric can clearly be seen on invoices provided by Mr Gawn. Many of
these are bulk orders in keeping with a business selling furnishing silk, couture silk
and neckwear silk, as is indicated by the web archive evidence for the VANNERS
website and narrative evidence in newspaper and website articles. | note though that
four of the five invoices dated after the VANNERS company went into administration
at the end of 2020 relate to the sale of ties rather than fabric.

79. The evidence paints a picture of a brand that has a long history in the silk weaving
industry but also shows that use of the VANNERS mark had diminished in the latter
part of the second relevant period, after the VANNERS company went into
administration in November 2021 and particularly after the premises at Sudbury closed

and fabric weaving ceased. That said, the evidence is sufficient for me to find that the
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contested trade mark had been used for the whole of the first relevant period and

approximately half of the second relevant period.

Fair specification

78. The VANNERS word mark has not been used for the full specification of goods as
registered. Consequently, | must now arrive at a fair specification that is neither too

broad nor too narrow.

79. | bear in mind the decision in Merck KGaA v Merck Sharp & Dohme Corp & Ors,?3
in which the Court of Appeal set out the proper approach to partial revocation, as

follows:

‘245. First, it is necessary to identify the goods or services in relation to

which the mark has been used during the relevant period.

246. Secondly, the goods or services for which the mark is registered must
be considered. If the mark is registered for a category of goods or services
which is sufficiently broad that it is possible to identify within it a number of
subcategories capable of being viewed independently, use of the mark in
relation to one or more of the subcategories will not constitute use of the

mark in relation to all of the other subcategories.

247. Thirdly, it is not possible for a proprietor to use the mark in relation to
all possible variations of a product or service. So care must be taken to
ensure this exercise does not result in the proprietor being stripped of
protection for goods or services which, though not the same as those for
which use has been proved, are not in essence different from them and

cannot be distinguished from them other than in an arbitrary way.

248. Fourthly, these issues are to be considered having regard to the

perception of the average consumer and the purpose and intended use of

23[2017] EWCA Civ 1834
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the products or services in issue. Ultimately it is the task of the tribunal to
arrive at a fair specification of goods or services having regard to the use

which has been made of the mark.

249. This approach does strike an appropriate balance. It gives effect to the
clear intention of the EU legislature that marks must actually be used or, if
not used, be subject to revocation. [...] It is also fair to proprietors for it does
not require a proprietor to prove that he has used his mark in relation to all
possible variations of the goods or services covered by its registration but
only those which are sufficiently distinct to constitute coherent categories
or subcategories. | am also satisfied that it gives appropriate protection to
the legitimate interest of a proprietor in being able in the future to extend
his range of goods or services within the scope of the terms describing the

goods or services for which its mark is registered.’

80. This approach was approved by the Supreme Court in SkyKick UK Ltd & Anor v
Sky Ltd & Ors (Rev1) [2024] UKSC 36, subject to the proviso that it must be seen in
light of more recent guidance by the CJEU that that the essential criterion to apply for
the purposes of identifying a coherent subcategory of goods or services capable of
being viewed independently is their purpose and intended use (for example,
Ferrari SpA v DU (Joined Cases C-720/18 and C-721/18) EU:C:2020:854; [2021]
Bus LR 106, at paragraphs 36-53).

81. In Property Renaissance Ltd (t/a Titanic Spa) v Stanley Dock Hotel Ltd (t/a Titanic
Hotel Liverpool) & Ors [2016] EWHC 3103 (Ch) at [47], the late Carr J pointed out that
it is not the task of the court to describe the use made by the trade mark proprietor in
the narrowest possible terms unless that is what the average consumer would do; for
example, in Pan World Brands v Tripp Ltd (Extreme Trade Mark) [2008] RPC 2 it was

held that use in relation to holdalls justified a registration for luggage generally.

82. | stated at paragraph 27 above that BHG’s remaining submission is that the only
use that has been shown in respect of the VANNERS earlier mark is on ties and
braces. | agree that use has clearly been shown in respect of ties, which have been

manufactured and sold by Vanners and by third parties using Vanners fabric. With
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regard to braces, | bear in mind the comments of Dr Brian Whitehaed, sitting as the
Appointed Person in BEAK:%4

“20. As explained at 2.4.1 of Contentious Trade Mark Registry Proceedings
(2nd Edition) by Michael Edenborough KC, however, “If an allegation is
admitted, then that fact or matter is no longer in issue between the parties,
and so (a) no evidence needs to be adduced to establish it; (b) no argument
needs to be advanced to promote or defend it; and, (c) the tribunal need
not trouble itself about it, as it becomes an agreed point between the parties

”

and may be used by the tribunal as a basis for its decision”.

83. Accordingly, the point is agreed between the parties, and | accept use for ties and
braces, as put forward by BHG. On this point, | note that in the related case against
Mr Gawn’s figurative ‘moth’ mark, the representative for BHG made different
concessions based on the same evidence. This has inevitably led to different goods

surviving the revocation action in this case, against the VANNERS word mark.

Class 14

Jewellery; costume jewellery; decorative articles for personal use; cufflinks;
tie pins; tie clips; tie bars; badges; shirt studs; stickpins; jewellery and metal
accessories for personal use, all including precious metals, enamels, silk

yarns, precious stones or miniature prints.

84. There is no evidence sufficient to support a finding of use for any goods in class
14. The high point of evidence is some web archive material that clearly has
photographs missing and includes descriptions of cufflinks and a bracelet. None of the
invoices provided by Mr Gawn show sales of class 14 goods. The turnover figures
given are not broken down by types of goods sold under the VANNERS mark. | have
a couple of examples of cufflinks offered for sale, one being a post by the VANNERS

mill shop and the others being the website examples | have mentioned. This is simply

24 BL 0/0096/25
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not sufficient to support a claim of genuine use of the VANNERS word mark in respect

of goods in class 14.

Class 24

Fabrics, textiles and textile goods; natural and synthetic fabrics and textiles;
silk fabrics; woven silk fabrics; woven mixed fabrics; silk/linen mixed fabrics;
silk/cotton mixed fabrics; fabrics including metallic and technical yarns;
fabrics for furnishing; fabrics for interior decoration; fabrics for clothing;
fabrics for bridal wear; fabrics for neckwear, ties, cravats, scarves, pocket

squares, bowties and cummerbunds.

85. Neither party has provided a definition of textiles and neither has outlined the
reasons why particular goods should or should not be retained by Mr Gawn. | will
proceed on the basis of my own understanding that textiles are cloth or fabric, woven

or otherwise.

86. Use of VANNERS for finished goods other than fabrics and textiles is confined to
clothing, namely ties (in class 25). Mr Gawn has shown sales of fabrics that may be
used to make textile goods of the type found in this class, but there is no evidence of
provision of the finished goods themselves under the VANNERS trade mark.

Accordingly, the term ‘textile goods’ in class 24 is too broad to be retained.

87. There is no evidence of use of the VANNERS mark for synthetic fabrics. There is
use shown in respect of silk fabrics and mixed natural fabrics such as silk and wool
and silk with linen and/or cotton. However, in terms of arriving at a fair specification, |
remind myself that a specification that is too narrow should be avoided and what |
must arrive at is a fair reflection of the opponent’s goods that would enable Mr Gawn
to fairly extend his business within the scope of the retained terms. From the
perspective of the average consumer, synthetic fabrics often have the same purpose
and intended use as silk and silk blend fabrics and | see no reason why a consumer
would not expect them to be provided by the same undertaking.

88. Accordingly, the following terms should be retained:

34|Page



Fabrics, textiles; natural and synthetic fabrics and textiles; silk fabrics;
woven silk fabrics; woven mixed fabrics; silk/linen mixed fabrics; silk/cotton

mixed fabrics.

89. With regard to the term ‘fabrics including metallic and technical yarns’ there is
evidence of fabric woven for New & Lingwood that includes metallic colours (in the
Telegraph article referred to above) and in images, for example the photograph of
peacock fabric on a loom posted by Vanners1740 on its Instagram page on 4 June
2021.

90. The remaining terms in the specification are fabrics for specific purposes such as
fabrics for furnishing; fabrics for interior decoration; fabrics for clothing and fabrics for
bridal wear. Silk fabrics for these purposes is listed on the VANNERS website,
throughout the first relevant period and into the second relevant period. There is little
evidence of the specific fabrics that were sold under those headings, but the use
shown by Mr Gawn throughout the evidence is for lengths of fabric (containing silk),
the purpose of which is to be made into final products, that may include, for example,

bridal wear. Accordingly, these terms may be maintained.

91. There is evidence from Mr Gawn that VANNERS supplies fabric used for its own
ties that it manufactures and sells through its own online and bricks and mortar stores.
It also supplies fabrics to third party makers of the same goods. Clearly this means
that ‘fabrics for ties, cravats and bow ties can be maintained. Fabrics for scarves,
pocket squares and cummerbunds are clearly included in the broad term ‘fabrics’ that
| have already allowed Mr Gawn to maintain. However, | also find that they are clearly
fabrics that are identical or similar in their intended purpose to fabrics for ties, cravats
and bow ties. All are fabrics used for the types of accessories worn with formal wear

and can also be maintained.

92. In conclusion, the goods in class 24 are maintained, except for ‘textile goods’.

Class 25
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Clothing, footwear, headgear; ties; cravats; scarves; pocket squares;
bowties; cummerbunds; silk clothing; silk ties, silk cravats, silk scarves, silk

pocket squares, silk bowties, silk cummerbunds and silk neckties.

93. No use has been shown for footwear or headgear. These terms cannot be

maintained.

94. With regard to finished clothing items provided under the VANNERS mark, the use
shown is limited to ties. Other items are shown in undated photographs but there is no
evidence of any sales of those goods having taken place. Accordingly, the terms ties,

cravats, bowties, silk ties, silk cravats, silk bowties and silk neckties are maintained.

95. Given the use shown in evidence | find the term ‘clothing’ too broad to be
maintained. Silk clothing however is an acceptable sub-category. Mr Gawn has used
the mark for silk fabric and has sold silk to third parties to make clothing from that
fabric. He has also manufactured a limited range of goods from the fabric to sell online
and in the mill shop. It's entirely reasonable to envisage Mr Gawn wanting to bring
some clothing manufacture in house, using VANNERS silk to manufacture finished
clothing goods, thus expanding the range of neckwear already offered. The evidence
shows that in the case of ties made from VANNERS silk, Mr Gawn and third parties
make and sell them. Maintenance of the term silk clothing would also include braces,

use in relation to which is accepted by BHG.

96. For the same reasons, silk scarves, silk pocket squares, silk bowties and silk
cummerbunds also survive the revocation. There are undated examples of sets for
sale that include ties and pocket squares and these goods are an obvious extension
a business manufacturing and selling items such as silk ties. In my experience they
are often sold together or in close proximity and the average consumer may expect
them to originate from the same undertaking. The non-silk equivalents are also

maintained, having the same purpose and intended use as their silk counterparts.

97. Taking into account my findings above, the following represents a fair specification:

Class 24
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Fabrics, textiles; natural and synthetic fabrics and textiles; silk fabrics;
woven silk fabrics; woven mixed fabrics; silk/linen mixed fabrics; silk/cotton
mixed fabrics; fabrics including metallic and technical yarns; fabrics for
furnishing; fabrics for interior decoration; fabrics for clothing; fabrics for
bridal wear; fabrics for neckwear, ties, cravats, scarves, pocket squares,

bowties and cummerbunds.

Class 25
Clothing, namely ties; cravats; scarves; pocket squares; bowties and
cummerbunds; silk clothing; silk ties, silk cravats, silk scarves, silk pocket

squares, silk bowties, silk cummerbunds and silk neckties.

98. Given that Mr Gawn’s VANNERS mark has survived the revocation action to some
extent, | will now consider his opposition based on the same mark against BHG’s
application 3958917 for the trade mark VANNERS 1740. Mr Gawn may rely on the

goods | have identified in paragraph 97, above.

OPPOSITION 445315 AGAINST THE TRADE MARK VANNERS 1740

Proof of use

99. BHG requested that Mr Gawn provide proof of use for the mark relied upon. The
relevant period for which genuine use must be shown is 21 September 2018 to 20
September 2023. The periods relevant for the revocation against Mr Gawn’s mark span
the period 16 April 2016 to 4 September 2023. Accordingly, the dates | have already
assessed in the revocation action cover the same period (except for the 16 days
between 4 and 20 September 2023) as the proof of use period for the opposition. Whilst
it is the case that Mr Gawn’s use of the VANNERS trade mark diminished in the latter
part of the revocation periods, | find the use made of the VANNERS mark for the
purposes of the revocation are relevant here. | will proceed on the basis that the outcome
of the genuine use assessment under the opposition is the same as the use assessment
made for the purposes of the revocation. Mr Gawn may rely on the specification in
paragraph 97 above for the VANNERS trade mark with respect to this opposition.
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Section 5(2)(b) legislation and case law

100. Section 5(2)(b) of the Act reads:

“5. - (2) A trade mark shall not be registered if because -

@)...

(b) it is similar to an earlier trade mark and is to be registered for goods or
services identical with or similar to those for which the earlier trade mark is
protected, or there exists a likelihood of confusion on the part of the public,

which includes the likelihood of association with the earlier trade mark.”

101. The following standard summary of the principles applicable to the assessment of
the likelihood of confusion was approved by the Supreme Court in Iconix Luxembourg
Holdings SARL v Dream Pairs Europe Inc & Anor, [2025] UKSC 25:

(a) the likelihood of confusion must be appreciated globally, taking account

of all relevant factors;

(b) the matter must be judged through the eyes of the average consumer
of the goods or services in question, who is deemed to be reasonably well
informed and reasonably circumspect and observant, but who rarely has
the chance to make direct comparisons between marks and must instead
rely upon the imperfect picture of them he has kept in his mind, and whose

attention varies according to the category of goods or services in question;

(c) the average consumer normally perceives a mark as a whole and does

not proceed to analyse its various details;

(d) the visual, aural and conceptual similarities of the marks must normally
be assessed by reference to the overall impressions created by the marks
bearing in mind their distinctive and dominant components, but it is only

when all other components of a complex mark are negligible that it is
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permissible to make the comparison solely on the basis of the dominant

elements;

(e) nevertheless, the overall impression conveyed to the public by a
composite trade mark may, in certain circumstances, be dominated by one

or more of its components;

(f) and beyond the usual case, where the overall impression created by a
mark depends heavily on the dominant features of the mark, it is quite
possible that in a particular case an element corresponding to an earlier
trade mark may retain an independent distinctive role in a composite mark,

without necessarily constituting a dominant element of that mark;

(g) a lesser degree of similarity between the goods or services may be

offset by a greater degree of similarity between the marks, and vice versa,;

(h) there is a greater likelihood of confusion where the earlier mark has a
highly distinctive character, either per se or because of the use that has

been made of it;

(i) mere association, in the strict sense that the later mark brings the earlier

mark to mind, is not sufficient;

(j) the reputation of a mark does not give grounds for presuming a likelihood
of confusion simply because of a likelihood of association in the strict sense;
and

(k) if the association between the marks creates a risk that the public might
believe that the respective goods or services come from the same or

economically linked undertakings, there is a likelihood of confusion.

Comparison of the marks
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102. Mr Gawn has provided submissions outlining the similarity of the marks. BHG filed
submissions but they were silent on that point. | will refer to the submissions as

necessary.

103. Mr Gawn’s earlier mark is the word VANNERS. It has no additional stylisation and

is presented in upper case. The overall impression rests in the whole mark.

104. With regard to the overall impression of the contested application, Mr Gawn

submits:2°

“17. In relation to the opposed mark, we submit that UK consumers would
readily identify the mark as being a combination of two components —
namely VANNERS and 1740, with the former being the name of the
brand/company and the latter being a potential year when the
brand/company first came into existence. With this in mind, the 1740
component would be seen as descriptive/of low distinctiveness, with the

primary focus therefore being on VANNERS.”

105. | agree that the first element, VANNERS, plays a larger role in the overall
impression of the contested application. This is because it is at the beginning of the mark
and because the second element, 1740, to the extent that it conveys a meaning, is of

low distinctiveness, likely being seen as a year.

Visual comparison

106. Mr Gawn submits:?®
“Overall, the Opponent’s mark is entirely contained within the Opposed
mark, the common component is the dominant component within the

Opposed mark, and it can be immediately and easily isolated by

consumers. Thus, the marks are visually highly similar.”

25 See submissions dated 18 June 2024
26 As above, paragraph 20

40|Page



107. There is clearly a degree of similarity between the respective marks as they both
include the identical element VANNERS, which is the whole of the earlier mark and the
first element in the contested application. The difference rests in the inclusion of 1740
after the word VANNERS in the contested application. Overall, | find the marks visually
highly similar.

Aural comparison

108. Mr Gawn submits:2’

“Again, the VANNERS common component is the first component within
the opposed mark, and so will be emphasised by consumers in their
pronunciation of the mark, hence resulting in VANNERS having the
dominant phonetic impact on consumers. With this in mind, the marks are

phonetically highly similar.”

109. Aurally, the whole of each mark is likely to be articulated by the average consumer.
Whichever way the average consumer pronounces VANNERS the pronunciation will be
the same for both marks. The second element in the contested application is 1740. | find
it more likely that the average consumer will pronounce it as a date, seventeen forty,
rather than sounding each number individually as ‘one-seven-four-oh’. In either case,
the number element of the mark is fairly long, adding at least three syllables to the mark
applied for. That said, the shared VANNERS element leads to a finding of aural similarity

to, a medium to high degree.
Conceptual comparison
110. Mr Gawn submits that neither mark conveys a clear message to the average

consumer. | agree, in terms of the VANNERS element. The inclusion of 1740 in the

application may convey the message that this is a long-established business.

27 As above
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The average consumer

111. The average consumer is deemed to be reasonably well informed and reasonably
observant and circumspect. For the purposes of assessing the likelihood of confusion,
it must be borne in mind that the average consumer’s level of attention is likely to vary
according to the category of goods or services in question: Lloyd Schuhfabrik Meyer,
Case C-342/97.

112. In Iconix Luxembourg Holdings SARL v Dream Pairs Europe Inc & Anor, [2025]
UKSC 25, the Supreme Court approved the comments of Arnold LJ in Lidl Great Britain
Ltd & Anor v Tesco Stores Ltd & Anor (Rev1) [2024] EWCA Civ 262, where he pointed
out that:

(a) Consumers who are ill-informed or careless, or consumers with
specialised knowledge or who are excessively careful are excluded from

consideration;

(b) The average consumer provides a standard which enables the courts to
strike a balance between the competing interests involved, such as trade

mark owners, their competitors and consumers;

(c) The average consumer is neither a single hypothetical person nor a
mathematical average; assessment from the perspective of the average
consumer does not involve a statistical test. There is no single meaning rule
and if, having regard to the perceptions and expectations of the average
consumer, the court considers that a significant proportion of the relevant
public is likely to be confused, a finding of infringement may properly be

made;

(d) Assessment from the perspective of the average consumer is intended
to facilitate adjudication of trade mark disputes by providing an objective
criterion, by promoting consistency of assessment and by enabling courts
and tribunals to determine such issues so far as possible without the need

for evidence;
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(e) The average consumer’s level of attention varies according to the

category of goods or services in question; and

(f) the average consumer rarely has the opportunity to make direct
comparisons between trade marks (or between trade marks and signs) and
must instead rely upon the imperfect picture of the trade mark they have

kept in their mind.

113. Neither party has made submissions concerning the average consumer for their
respective goods (and services). The average consumer for both parties’ fabric and
textile goods will be both professional purchasers and members of the general public
who buy fabric to make into finished items. The specifications also include items such
as ties and tea towels that will be purchased by members of the general public. The
average consumer for BHG’s wholesale services is likely to be businesses rather than

members of the general public.

114. Purchases are likely to be primarily visual, though there may be a verbal element
where advice is sought prior to purchase. The goods vary in price from fairly cheap
items such as a towel, to expensive goods such as meters of bespoke silk fabric. The
level of attention paid by the average consumer is likely to vary accordingly, for
example, a business commissioning its own bespoke silk fabric will pay a higher
degree of attention than a member of the public purchasing a tea towel. Given the
nature of the goods and services, the level of attention paid to the purchase will be at
least medium as the purchaser will need to consider, inter alia, the aesthetics,

functionality and suitability of the goods for their specific purpose.

Goods and services comparison

115. The goods and services to be compared are as follows:

Mr Gawn’s goods BHG’s goods and services
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Class 24

Fabrics, textiles; natural and

synthetic fabrics and textiles; silk
fabrics; woven silk fabrics; woven

mixed fabrics; silk/linen mixed

fabrics; silk/cotton mixed fabrics;

fabrics including metallic and

technical yarns; fabrics for

furnishing; fabrics for interior

decoration; fabrics for clothing;

fabrics for bridal wear; fabrics for

Class 24

Textiles and substitutes for textiles; household
linen; curtains of textile or plastic; textiles and
substitutes for textiles; textile fabrics; textiles
for upholstery; non-woven textiles; viscose
textiles; polyester textiles; textile fabrics for
the manufacture of clothing; textile fabrics for
use in manufacture; textile fabrics for use in
the manufacture of furniture; coated textiles;
textiles made of wool; waterproof textile

fabrics; silk fabrics for furniture; reinforced

neckwear, ties, cravats, scarves, | fabrics [textile]; woollen fabrics; suiting

pocket squares, bowties and | materials [textile]; textile handkerchieves;

cummerbunds. textiles for making articles of clothing; linings
[textile]; towels; linens; bedsheets; cloth
napkins; tea towels; fabrics being textile piece
goods made of mixtures of fibres.

Class 25 Class 25

Clothing, namely ties; cravats; | Clothing, footwear and headgear

scarves; pocket squares; bowties
and cummerbunds; silk clothing;
silk ties, silk cravats, silk scarves,
silk pocket squares, silk bowties,
silk silk

neckties.

cummerbunds and

Class 27

Carpets, rugs, mats and matting, linoleum and
other materials for covering existing floors;
wall hangings, not of textile; carpet tiles;

vehicle mats and carpets; carpeting; fabric
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bath mats; textile floor mats for use in the
home; bathroom tiles [carpet]; carpet runners;
textile wall coverings; floor tiles made of
carpet; hand made woollen carpets; door

mats of textile; parts and fittings therefor.

Class 35

Will be reproduced in the comparison of Mr

Gawn’s goods against retail services.

116. When making the comparison, all relevant factors relating to the goods and
services in the specifications should be taken into account. In the judgment of the
Court of Justice of the European Union in Canon (CJEU), Case C-39/97, the court
stated at paragraph 23 that:
“Those factors include, inter alia, their nature, their intended purpose and
their method of use and whether they are in competition with each other or

are complementary.”

117. The relevant factors identified by Jacob J. (as he then was) in the Treat case,

[1996] R.P.C. 281, for assessing similarity were:

(a) The respective uses of the respective goods or services;

(b) The respective users of the respective goods or services;

(c) The physical nature of the goods or acts of service;

(d) The respective trade channels through which the goods or services

reach the market;
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(e) In the case of self-serve consumer items, where in practice they are
respectively found or likely to be, found in supermarkets and in particular

whether they are, or are likely to be, found on the same or different shelves;

(f) The extent to which the respective goods or services are competitive.
This inquiry may take into account how those in trade classify goods, for
instance whether market research companies, who of course act for

industry, put the goods or services in the same or different sectors.

118. In Gérard Meric v OHIM, Case T-133/05, the General Court (GC) stated that:

“29. In addition, the goods can be considered as identical when the goods
designated by the earlier mark are included in a more general category,
designated by trade mark application (Case T-388/00 Institut fiir
Lernsysteme v OHIM- Educational Services (ELS) [2002] ECR 11-4301,
paragraph 53) or where the goods designated by the trade mark application

are included in a more general category designated by the earlier mark.”

119. With regard to the complementary relationship between goods and services, |
bear in mind the decision in Kurt Hesse v OHIM,?8 in which the CJEU stated that
complementarity is an autonomous criterion capable of being the sole basis for the
existence of similarity between goods. In Boston Scientific Ltd v OHIM (Trade Marks

and Designs),?® the GC stated that “complementary” means:

“...there is a close connection between them, in the sense that one is
indispensable or important for the use of the other in such a way that
customers may think that the responsibility for those goods lies with the

same undertaking.”

120. In Sanco SA v OHIM,*® the GC indicated that goods and services may be

regarded as ‘complementary’ and therefore similar to a degree in circumstances where

28 Case C-50/15P
2° Case T-325/06
30 Case T-249/11

46|Page



the nature and purpose of the respective goods and services are very different, i.e.
chicken against transport services for chickens. The purpose of examining whether
there is a complementary relationship between goods/services is to assess whether
the relevant public are liable to believe that responsibility for the goods/services lies
with the same undertaking or with economically connected undertakings. As Mr Daniel
Alexander Q.C. noted as the Appointed Person in Sandra Amalia Mary Elliot v LRC
Holdings Limited: 3

‘It may well be the case that wine glasses are almost always used with
wine — and are, on any normal view, complementary in that sense - but it
does not follow that wine and glassware are similar goods for trade mark

purposes.”

121. He added:

....... it is neither necessary nor sufficient for a finding of similarity that the

goods in question must be used together or that they are sold together.”

122. In accordance with the decision in Separode Trade Mark, | will group goods and

services together, for the purposes of comparison, where it is appropriate to do so:3?

“The determination must be made with reference to each of the different
species of goods listed in the opposed application for registration; if and to
the extent that the list includes goods which are sufficiently comparable to
be assessable for registration in essentially the same way for essentially
the same reasons, the decision taker may address them collectively in his

or her decision.”

Class 24

Textiles and substitutes for textiles; textile fabrics.

31 BL O/255/13
32 B 0/399/10 (AP)
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123. This is identical to the terms ‘fabrics, textiles’ in the specification of the earlier

mark.

124. The following goods in class 24 are identical to ‘fabrics, textiles’ in the
specification of the earlier mark, on the basis of the decision in Meric, as they are

contained within the broader terms, fabrics and textiles:

Textiles for upholstery; non-woven textiles; viscose textiles; polyester
textiles; textile fabrics for the manufacture of clothing; textile fabrics for use
in manufacture; textile fabrics for use in the manufacture of furniture; coated
textiles; textiles made of wool; waterproof textile fabrics; silk fabrics for
furniture; reinforced fabrics [textile]; woollen fabrics; suiting materials
[textile]; textile handkerchieves; textiles for making articles of clothing;

linings [textile]; fabrics being textile piece goods made of mixtures of fibres.

Substitutes for textiles

125. This term has not been not explained by the parties but, by definition, if the goods
can be substituted for textiles than they must share, at least, users and uses and be
similar in nature. They are also likely to be in competition with traditional textiles. They
may differ in the way in which they reach the market and are not complementary.

Overall, | find these goods similar to a medium degree.

Household linen, towels, linens, bedsheets, cloth napkins and tea towels

126. These items are finished goods made from textile/fabric. The closest goods in the
specification of the earlier mark are fabrics and textiles. The users of the finished
goods will differ from the users of the fabrics and textiles, that are pieces of material
used to make finished goods. For the latter the purchasers will be both professional
consumers and members of the general public. The uses and nature of the goods are
different. The finished goods are bought to use in the home. The fabric/textile goods
are purchased make finished goods. The trade channels by which they reach the

market are different. The goods are, as a general rule, not in competition as these are
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not the types of goods that a member of the public may choose to make, rather than

buy. The goods are not complementary. Overall, | find these goods to be dissimilar.

Curtains of textile

127. Curtains are usually made from fabric/textile. The closest goods in the
specification of the earlier mark are fabrics and textiles. My findings are the same as
for the goods in the paragraph above, other than in terms of competition. A consumer
may choose to buy finished curtains or may choose to buy fabric from which to make
curtains, though they would have to buy additional goods in order to arrive at the
finished goods. Accordingly, having considered all parts of the relevant tests, | find

these goods similar to a low degree.

Curtains of plastic

128. Having considered all of the factors and in the absence of any submissions from

the parties. | cannot find these goods similar to any goods in the earlier specification.

Class 25

Clothing
129. BHG has ‘clothing’ in its application. Mr Gawn’s earlier mark has a smaller range

of specific clothing items and silk clothing in its specification. These are included with

BHG’s broader term ‘clothing’ and in accordance with Meric, these are identical goods.

Footwear

130. Footwear goods are for wearing on the feet and such goods are typically made
from a combination of hard-wearing materials. Users will coincide at a high level, being
members of the general public, but they will differ in use, clothing being used to protect
or adorn the body while footwear is used, primarily, to protect the feet. | acknowledge
that there are a number of cases that have been decided in this tribunal and in higher
courts that have found a degree of similarity between the trade channels for footwear
and clothing and in some cases a have found that the producers of both may overlap.
However, in this case, the clothing goods retained in the earlier mark are silk clothing
and a small range of men’s accessories. The nature of these goods and footwear are

clearly different and they will reach the market by different trade channels.
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Furthermore, the goods are not in competition and are not complementary. | find

footwear dissimilar to the goods contained in the earlier mark’s specification.

Headgear
131. These goods can take many forms but are often made from textile/fabric, which

is contained in the specification of the earlier mark. The users may differ, one
purchasing fabric and textiles in their raw state, to make into finished goods and the
other purchasing a finished item of headgear. There may be a very small degree of
competition where a consumer may buy the fabric to make headgear or may purchase
the headgear itself, though this is at a very low level. The trade channels may overlap
where, for example, a menswear outfitter may sell a range of ties and items of
headwear. As a general rule, | do not think the average consumer would expect both
types of goods to originate from the same undertaking. In any case, any similarity is

at a low level.

Class 27

132. The opponent, Mr Gawn, does not have any goods registered in class 27 of the
earlier specification for his trade mark. | have no submissions as to why the applicant’s
goods in this class are similar to any goods in classes 24 and 25. Accordingly, | will
compare the specifications based on my own understanding of the goods in those

classes.

Carpets, rugs, mats and matting, carpet tiles; carpeting; bathroom tiles [carpet]; carpet

runners; floor tiles made of carpet; hand made woollen carpets; textile floor mats for

use in the home; door mats of textile

133. All of these goods are floor coverings bought by members of the public or
professionals. | note that carpet could be considered a type of textile. However, | bear
in mind the decision in Pathway IP Sarl (formerly Regus No. 2 Sarl) v Easygroup Ltd
(formerly Easygroup IP Licensing Limited), in which the late Mr Justice Carr

considered whether it was appropriate to take the class(es) in which the trade mark
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was registered into account in revocation or invalidation proceedings when deciding

whether a description covered the goods/services shown in the evidence.®?

134. After considering the judgments of the High Court in the Omega 1 [2010] EWHC
1211 (Ch) and Omega 2 cases [2012] EWHC 3440 (Ch), the judge stated that in his
(provisional) view, the class number should be taken into account where the meaning
of the disputed term is not otherwise sufficiently clear and precise. In particular the

judge stated that where:

“...the words chosen may be vague or could refer to goods or services in
numerous classes [of the Nice classification system], the class may be used
as an aid to interpret what the words mean with the overall objective of legal

certainty of the specification of goods and services.”

135. Referring to the class headings in this case is helpful and shows a clear distinction
between them. Class 24 concerns itself with fabrics and fabrics for household use,

while class 27 concerns products intended as coverings for walls and floors.

136. BHG’s carpet goods are likely to be bought through traders who specialise in floor
coverings, or large stores such as DIY stores and builders’ merchants. The goods will
be on a roll, in a single piece or in a more convenient form, such as tiles. The goods
are likely to be attached to floors using fixings and adhesives. This is different to Mr
Gawn’s fabrics and textiles, which are goods used to make fabric/textile goods. The
nature of the competing goods is different as are the uses and the way in which they
are likely to reach the market. The competing goods are not in competition with each
other and are not complementary. | find these goods dissimilar to goods in the earlier

mark’s specification.

Linoleum and other materials for covering existing floors

137. Having applied the relevant tests, | can see no area of similarity between these

goods and those in the specification of the earlier mark. These are dissimilar goods.

3 [2018] EWHC 3608 (Ch)
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Textile wall coverings

138. These goods are distinct from textile wall hangings and are akin to wallpaper.
The closest goods in the specification for the earlier mark are textiles. However, textile
wall coverings are likely to have been treated or processed in such a way that they
can be applied to walls and will differ in use, purpose and nature to the textiles in the
earlier VANNERS specification. The trade channels will be different. Textiles are likely
to be bought from a roll or in pieces from a fabric supplier, whereas textile wall
coverings will be made available through those specialising in interiors, DIY stores and
so on. The goods are not in competition and are not complementary. | find these goods

to be dissimilar.

Fabric bath mats

139. The users of fabric bath mats will be members of the general public, purchasing
items for the adornment or functionality of their homes. The closest product in the
earlier specification is fabric. The nature of the goods differs, one being a finished
product and the other being the fabric itself. The goods will reach the market by
different trade channels. | do not find that they are in competition as, unlike curtains,
the average consumer is, in my experience, unlikely to buy fabric to make their own
bath mat. The goods are complementary in the sense that fabric is essential in order
to make a fabric bath mat, but the consumer is highly unlikely to expect the fabric and
the finished goods to originate from the same trade source. | find these goods to be

dissimilar.

Vehicle mats and carpets

140. Vehicle mats and carpets are clearly goods used for the floors of vehicles. They
are different in nature and purpose from fabrics and textiles in class 24 of the earlier
specification. They are unlikely to reach the market through the same trade channels

and are not in competition nor are they complementary. These are dissimilar goods.

Wall hangings, not of textile

141. Having applied the relevant tests, | cannot see any area of similarity between
these goods and any of the goods in the earlier specification. These are dissimilar

goods.
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142. Having found all of BHG’s goods in class 27 dissimilar to goods in the earlier
specification, | also find parts and fittings for these goods in class 27 dissimilar to the

goods in the earlier specification.

Class 35

143. BHG’s application in class 35 is retail and wholesale services for a list of goods
and a further list of retail services for the same goods provided via an electronic
retailing internet site, mail order and telephone. The goods to which these services

relate are repeated four times in the specification. They read as follows:

Textiles and substitutes for textiles, household linen, curtains of textile or
plastic, textiles and substitutes for textiles, textile fabrics, textiles for
upholstery, non-woven textiles, viscose textiles, polyester textiles, textile
fabrics for the manufacture of clothing, textile fabrics for use in manufacture,
textile fabrics for use in the manufacture of furniture, coated textiles, textiles
made of wool, waterproof textile fabrics, silk fabrics for furniture, reinforced
fabrics [textile], woollen fabrics, suiting materials [textile], textile
handkerchieves, textiles for making articles of clothing, linings [textile],
towels, linens, bedsheets, cloth napkins, tea towels, fabrics being textile
piece goods made of mixtures of fibres, clothing, footwear and headgear,
carpets, rugs, mats and matting, linoleum and other materials for covering
existing floors, wall hangings, not of textile, carpet tiles, vehicle mats and
carpets, carpeting, fabric bath mats, textile floor mats for use in the home,
bathroom tiles [carpet], carpet runners, textile wall coverings, floor tiles
made of carpet, hand made woollen carpets, door mats of textile, parts and
fittings therefor.

144. Mr Gawn'’s earlier mark does not include any services in its specification. Goods
and services are different in nature, purpose and method of use. The GC in Oakley,
Inc v OHIM34 stated that retail services for particular goods may be complementary to

3419 Case T-116/06, at paragraphs 46-57
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those goods and distributed through the same trade channels, making them similar to

a degree.

145. In Tony Van Gulck v Wasabi Frog Ltd (“Miss Boo”), Mr Geoffrey Hobbs QC, sitting
as the Appointed Person, cautioned that “selling and offering to sell goods does not,
in itself, amount to providing retail services in Class 35”.3° The objective of retail
services as set out in Oakley, “includes, in addition to the legal sales transaction, all
activity carried out by the trader for the purpose of encouraging the conclusion of such
a transaction” and “those services play, from the point of view of the relevant
consumer, an important role when he comes to buy the goods offered for sale.” On the
basis of the European courts’ judgments in Sanco SA v OHIM, and Assembled
Investments (Proprietary) Ltd v OHIM, upheld on appeal in Waterford Wedgwood Plc
v Assembled Investments (Proprietary) Ltd,3 Mr Hobbs concluded that:

i) Goods and services are not similar on the basis that they are
complementary if the complementarity between them is insufficiently
pronounced that, from the consumer’s point of view, they are unlikely to be

offered by one and the same undertaking;

ii) In making a comparison involving a mark registered for goods and a mark
proposed to be registered for retail services (or vice versa), it is necessary
to envisage the retail services normally associated with the opponent’s
goods and then to compare the opponent’s goods with the retail services

covered by the applicant’s trade mark;

iii) It is not permissible to treat a mark registered for ‘retail services for goods

X’ as though the mark was registered for goods X;

iv) The General Court’s findings in Oakley did not mean that goods could only
be regarded as similar to retail services where the retail services related to
exactly the same goods as those for which the other party’s trade mark was

registered (or proposed to be registered).

35 BL 0O/391/14.
%6 Case C-411/13P; Case T-105/05, at paragraphs [30] to [35] of the judgment; and, Case C-398/07P
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Retail and wholesale services for Textiles and substitutes for textiles, textiles and

substitutes for textiles, textile fabrics, textiles for upholstery, non-woven textiles,

viscose textiles, polyester textiles, textile fabrics for the manufacture of clothing, textile

fabrics for use in manufacture, textile fabrics for use in the manufacture of furniture,

coated textiles, textiles made of wool, waterproof textile fabrics, silk fabrics for

furniture, reinforced fabrics [textile], woollen fabrics, suiting materials [textile], textiles

for making articles of clothing, linings [textile], fabrics being textile piece goods made

of mixtures of fibres and retail services for the same goods provided via an electronic

retailing internet site, mail order and telephone

146. These services in the application relate to the sale of fabrics and textiles of the
kind contained in the earlier goods specification of Mr Gawn’s mark. The intended
purpose of retail services is to encourage the sale of fabrics and textiles, whereas the
goods themselves are fabrics and textiles for making into other goods. The nature and
method of use are different and the goods and services are not in competition. There
is a complementary relationship between them in the sense that the goods are
essential for the retail of the same goods. It is also possible that the average consumer
would expect the manufacturer of fabrics and textiles to also be the retailer of the

same.

147. Accordingly, | find these retail services to be similar to medium degree to the

fabrics and textiles contained in the earlier mark.

Retail and wholesale services for clothing and textile handkerchieves and retail

services for the same provided via an electronic retailing internet site, mail order and

telephone

148. | find the same reasoning applies to these services as to the fabric and textile
goods above. This is because the retail and wholesale of clothing and textile
handkercheives is complementary with goods themselves (contained in class 25 of
the earlier mark) as the goods are necessary for the service. | find these to be similar

to a medium degree.
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Retail and wholesale services for household linen, or plastic, towels, linens,

bedsheets, cloth napkins, tea towels, footwear and, carpets, rugs, mats and matting,

linoleum and other materials for covering existing floors, wall hangings, not of textile,

carpet tiles, vehicle mats and carpets, carpeting, fabric bath mats, textile floor mats for

use in the home, bathroom tiles [carpet], carpet runners, textile wall coverings, floor

tiles made of carpet, hand made woollen carpets, door mats of textile and retail

services for the same provided via an electronic retailing internet site, mail order and

telephone

149. All of these goods that are the subject of BHG's retail and wholesale services are
goods that | have found to be dissimilar to any goods in the specification of Mr Gawn’s
earlier mark. Clearly the retail of dissimilar goods cannot result in any finding other
than dissimilar, when those services are compared to the goods in the earlier

specification. The same is true for parts and fittings for any of these goods.

Retail and wholesale services for curtains of textile and retail services for the same

provided via an electronic retailing internet site, mail order and telephone

150. The same reasoning applies to these services for the retail of goods that | found
to be similar to the earlier goods to a low degree. These services are dissimilar to any

goods in the earlier specification.

Retail and wholesale services for headgear and retail services for the same provided

via an electronic retailing internet site, mail order and telephone

151. The same reasoning applies to these services for the retail of goods that | found
to be similar to the earlier goods to a low degree. These services are dissimilar to any

goods in the earlier specification.

Distinctive character of the earlier mark

152. In Lloyd Schuhfabrik, the CJEU said, at [22], that the court must make an overall
assessment of a mark’s capacity to distinguish the goods or services of one

undertaking from those of others. It continued:
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“23. In making that assessment, account should be taken, in particular, of
the inherent characteristics of the mark, including the fact that it does or
does not contain an element descriptive of the goods or services for which
it has been registered; the market share held by the mark; how intensive,
geographically widespread and long-standing use of the mark has been;
the amount invested by the undertaking in promoting the mark; the
proportion of the relevant section of the public which, because of the mark,
identifies the goods or services as originating from a particular undertaking;
and statements from chambers of commerce and industry or other trade

and professional associations (see Windsurfing Chiemsee, paragraph 51).”

153. Registered trade marks possess varying degrees of inherent distinctive character
from the very low, because they are suggestive of, or allude to, a characteristic of
the goods or services, to those with high inherent distinctive character, such as
invented words which have no allusive qualities. The distinctiveness of the mark can

be enhanced by the use that has been made of it.

154. The earlier trade mark is VANNERS. It has no meaning in relation to any of the
goods for which it is registered and gives the average consumer no obvious meaning
to hold on to. Accordingly, the mark possesses a medium to high degree of inherent

distinctive character.

155. In his submissions, Mr Gawn claims long and extensive use of the VANNERS
mark, which he submits has resulted in ‘significantly enhanced distinctiveness’ of the
VANNERS mark.3”

156. Earlier in this decision, | considered the use made of the VANNERS mark for the
purposes of the revocation action by BHG. In that assessment | made clear that much
of the evidence was not dated and no market share evidence had been provided.
There is also no dated evidence to show how the VANNERS trade mark had been

promoted to customers and potential customers. This, coupled with dwindling sales

%7 See submissions filed 11 February 2025, paragraph 21
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for the end of the period for which use must be shown and the fact that production of
fabric by VANNERS had ceased some time before the relevant date , means that an
assessment of enhanced distinctive character is made more difficult. Given that | have
already found the inherent distinctiveness of the mark to be medium to high, | cannot
conclude that use of the VANNERS trade mark had elevated the distinctiveness

beyond that level by the relevant date.

Likelihood of confusion

157. In assessing the likelihood of confusion, | must adopt the global approach
advocated by case law and take into account the fact that marks are rarely recalled
perfectly, the consumer relying instead on the imperfect picture of them that they have
kept in mind. | must also keep in mind the average consumer for the goods and
services, the nature of the purchasing process and have regard to the
interdependency principle i.e. a lesser degree of similarity between the respective
trade marks may be offset by a greater degree of similarity between the respective

goods and services and vice versa.

158. | have made the following findings:

e The competing marks are VANNERS and VANNERS 1740. They are similar to
a medium to high degree.

e The average consumer for fabric and textiles is both a professional and a
member of the general public. The same is true of the applicant’s carpet related
goods, while its wholesale services are more likely to be directed at businesses.
For the remaining goods and services, the average consumer is a member of
the general public.

e The purchase is primarily visual, though there may be an aural element where
advice is sought prior to purchase.

e The earlier mark is inherently distinctive to a medium to high degree and has
not been enhanced through the use made of it.

e Some goods and services were found to be similar.
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159. Some similarity of goods and services is essential to engage the likelihood of
confusion assessment.3® In eSure Insurance v Direct Line Insurance,® Lady Justice

Arden stated that:

“49... | do not find any threshold condition in the jurisprudence of the Court
of Justice cited to us. Moreover | consider that no useful purpose is served
by holding that there is some minimum threshold level of similarity that has
to be shown. If there is no similarity at all, there is no likelihood of confusion
to be considered. If there is some similarity, then the likelihood of confusion
has to be considered but it is unnecessary to interpose a need to find a

minimum level of similarity.

160. In other words, without some similarity between the competing goods and
services, there can be no likelihood of confusion. | have found no similarity between
the earlier goods in Mr Gawn’s VANNERS trade mark specification and the following

goods and services in BHG’s application.

161. Accordingly, the opposition fails for the following:

Class 24
Household linen, towels, linens, bedsheets, cloth napkins and tea towels

Curtains of plastic

Class 25

Footwear

Class 27
Carpets, rugs, mats and matting, linoleum and other materials for covering existing
floors; wall hangings, not of textile; carpet tiles; vehicle mats and carpets; carpeting;

fabric bath mats; textile floor mats for use in the home; bathroom tiles [carpet]; carpet

%8 See Waterford Wedgwood plc v OHIM, C-398/07 P (CJEU).
39[2008] ETMR 77 CA.
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runners; textile wall coverings; floor tiles made of carpet; hand made woollen carpets;

door mats of textile; parts and fittings therefor.

Class 35

Retail and wholesale services relating to the sale of towels, linens, bedsheets, cloth
napkins, tea towels, footwear and headgear, carpets, rugs, mats and matting, linoleum
and other materials for covering existing floors, wall hangings, not of textile, carpet
tiles, vehicle mats and carpets, carpeting, fabric bath mats, textile floor mats for use in
the home, bathroom tiles [carpet], carpet runners, textile wall coverings, floor tiles
made of carpet, hand made woollen carpets, door mats of textile, parts and fittings
therefor; retail services relating to the sale of household linen, curtains of textile or
plastic, towels, linens, bedsheets, cloth napkins, tea towels, footwear and headgear,
carpets, rugs, mats and matting, linoleum and other materials for covering existing
floors, wall hangings, not of textile, carpet tiles, vehicle mats and carpets, carpeting,
fabric bath mats, textile floor mats for use in the home, bathroom tiles [carpet], carpet
runners, textile wall coverings, floor tiles made of carpet, hand made woollen carpets,
door mats of textile, parts and fittings therefor, all the aforesaid provided via an
electronic retailing Internet site; mail order retail services relating to household linen,
curtains of textile or plastic, towels, linens, bedsheets, cloth napkins, tea towels,
footwear and headgear, carpets, rugs, mats and matting, linoleum and other materials
for covering existing floors, wall hangings, not of textile, carpet tiles, vehicle mats and
carpets, carpeting, fabric bath mats, textile floor mats for use in the home, bathroom
tiles [carpet], carpet runners, textile wall coverings, floor tiles made of carpet, hand
made woollen carpets, door mats of textile, parts and fittings therefor; retail services
relating to household linen, curtains of textile or plastic, towels, linens, bedsheets, cloth
napkins, tea towels, footwear and headgear, carpets, rugs, mats and matting, linoleum
and other materials for covering existing floors, wall hangings, not of textile, carpet
tiles, vehicle mats and carpets, carpeting, fabric bath mats, textile floor mats for use in
the home, bathroom tiles [carpet], carpet runners, textile wall coverings, floor tiles
made of carpet, hand made woollen carpets, door mats of textile, parts and fittings

therefor, all the aforesaid provided via the telephone.
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162. With regard to the remaining specification, confusion may be direct or indirect.
The two types of confusion were explained by Mr lain Purvis QC, as the Appointed

Person, in LA Sugar Limited v Back Beat Inc.,*° as follows:

“16. Although direct confusion and indirect confusion both involve mistakes
on the part of the consumer, it is important to remember that these mistakes
are very different in nature. Direct confusion involves no process of
reasoning — it is a simple matter of mistaking one mark for another. Indirect
confusion, on the other hand, only arises where the consumer has actually
recognized that the later mark is different from the earlier mark. It therefore
requires a mental process of some kind on the part of the consumer when
he or she sees the later mark, which may be conscious or subconscious
but, analysed in formal terms, is something along the following lines: “The
later mark is different from the earlier mark, but also has something in
common with it. Taking account of the common element in the context of
the later mark as a whole, | conclude that it is another brand of the owner

of the earlier mark.”

163. In Liverpool Gin Distillery Ltd & Ors v Sazerac Brands, LLC & Ors,*' Arnold LJ
pointed out that there must be a “proper basis” for concluding that there is a likelihood

of indirect confusion where there is no likelihood of direct confusion.

164. With regard to the ‘common element’, | bear in mind Kurt Geiger v A-List
Corporate Limited,*? in which Mr lain Purvis Q.C. as the Appointed Person pointed out
that the level of ‘distinctive character’ is only likely to increase the likelihood of
confusion to the extent that it resides in the element(s) of the marks that are identical

or similar. He said:

“38. The Hearing Officer cited Sabel v Puma at paragraph 50 of her decision
for the proposition that ‘the more distinctive it is, either by inherent nature
or by use, the greater the likelihood of confusion’. This is indeed what was

40 BL 0/375/10
4112021] EWCA Civ 1207
2 BL 0-075-13
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said in Sabel. However, it is a far from complete statement which can lead

to error if applied simplistically.

39. It is always important to bear in mind what it is about the earlier mark
which gives it distinctive character. In particular, if distinctiveness is
provided by an aspect of the mark which has no counterpart in the mark
alleged to be confusingly similar, then the distinctiveness will not increase

the likelihood of confusion at all. If anything it will reduce it.”

165. The competing marks are VANNERS and VANNERS 1740. The similarity
between the marks is such that the average consumer may mistake the marks for each
other. This is because the first element of the mark applied for is identical to the earlier
mark and is its most distinctive part. The second element in the application will likely
be considered a year/date and has a low degree of distinctive character. Marks are
rarely seen side by side and imperfect recollection cannot be ruled out. In my view,
there is a prima facie likelihood of direct confusion between them, even where the

goods and services are similar to only a low degree.

166. In addition to the direct confusion identified above, this is a case where indirect
confusion is also relevant. The distinctive part of the applied for mark is VANNERS,
which is the whole of the earlier mark. VANNERS has no meaning for any of the goods
and services and has a medium to high degree of inherent distinctive character. In this
case, the difference that occurs as a result of the lowly distinctive element 1740 being
added to a distinctive mark will not be sufficient to give the consumer a different brand
origin message. The average consumer noticing the change will simply put it down to
a different range of goods provided by the same undertaking. This is the case for

goods and services that are similar to even a low degree.

167. The opposition under section 5(2)(b) succeeds for the following:

Class 24

Textiles and substitutes for textiles; curtains of textile; textiles and

substitutes for textiles; textile fabrics; textiles for upholstery; non-woven
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textiles; viscose textiles; polyester textiles; textile fabrics for the
manufacture of clothing; textile fabrics for use in manufacture; textile fabrics
for use in the manufacture of furniture; coated textiles; textiles made of
wool; waterproof textile fabrics; silk fabrics for furniture; reinforced fabrics
[textile]; woollen fabrics; suiting materials [textile]; textile handkerchiefs;
textiles for making articles of clothing; linings [textile]; fabrics being textile

piece goods made of mixtures of fibres.

Class 25
Clothing and headgear.

Class 35

Retail and wholesale services relating to the sale of textiles and substitutes
for textiles, curtains of textile, textile fabrics, textiles for upholstery, non-
woven textiles, viscose textiles, polyester textiles, textile fabrics for the
manufacture of clothing, textile fabrics for use in manufacture, textile fabrics
for use in the manufacture of furniture, coated textiles, textiles made of
wool, waterproof textile fabrics, silk fabrics for furniture, reinforced fabrics
[textile], woollen fabrics, suiting materials [textile], textile handkerchieves,
textiles for making articles of clothing, linings [textile], fabrics being textile
piece goods made of mixtures of fibres, clothing, and headgear; retail
services relating to the sale of textiles and substitutes for textiles, household
linen, curtains of textile, textiles and substitutes for textiles, textile fabrics,
textiles for upholstery, non-woven textiles, viscose textiles, polyester
textiles, textile fabrics for the manufacture of clothing, textile fabrics for use
in manufacture, textile fabrics for use in the manufacture of furniture, coated
textiles, textiles made of wool, waterproof textile fabrics, silk fabrics for
furniture, reinforced fabrics [textile], woollen fabrics, suiting materials
[textile], textile handkerchieves, textiles for making articles of clothing,
linings [textile], fabrics being textile piece goods made of mixtures of fibres,
clothing and headgear; mail order retail services relating to textiles and
substitutes for textiles, household linen, curtains of textile, textiles and

substitutes for textiles, textile fabrics, textiles for upholstery, non-woven
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textiles, viscose textiles, polyester textiles, textile fabrics for the
manufacture of clothing, textile fabrics for use in manufacture, textile fabrics
for use in the manufacture of furniture, coated textiles, textiles made of
wool, waterproof textile fabrics, silk fabrics for furniture, reinforced fabrics
[textile], woollen fabrics, suiting materials [textile], textile handkerchieves,
textiles for making articles of clothing, linings [textile], fabrics being textile
piece goods made of mixtures of fibres, clothing and headgear; retail
services relating to textiles and substitutes for textiles, household linen,
curtains of textile, textiles and substitutes for textiles, textile fabrics, textiles
for upholstery, non-woven textiles, viscose textiles, polyester textiles, textile
fabrics for the manufacture of clothing, textile fabrics for use in manufacture,
textile fabrics for use in the manufacture of furniture, coated textiles, textiles
made of wool, waterproof textile fabrics, silk fabrics for furniture, reinforced
fabrics [textile], woollen fabrics, suiting materials [textile], textile
handkerchieves, textiles for making articles of clothing, linings [textile],
fabrics being textile piece goods made of mixtures of fibres, clothing and

headgear, all the aforesaid provided via the telephone.

Section 5(3)

168. Section 5(3) of the Act is as follows:

“A trade mark which-

(a) is identical with or similar to an earlier trade mark,

[...]

shall not be registered if, or to the extent that, the earlier trade mark has a
reputation in the United Kingdom and the use of the later mark without due
cause would take unfair advantage of, or be detrimental to, the distinctive

character or the repute of the earlier trade mark”.

169. The conditions of section 5(3) are cumulative. First, the marks at issue must be
identical or similar. Secondly, the opponent must satisfy me that the earlier mark
has achieved a level of knowledge/reputation amongst a significant part of

the relevant public. Thirdly, it must be established that the level of reputation and the
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similarities between the marks will cause the public to make a link between them, in
the sense of the earlier mark being brought to mind by the application. Fourthly,
assuming that the first three conditions have been met, section 5(3) requires that one
or more of the three types of damage claimed will occur. It is unnecessary for the
purposes of section 5(3) that the goods/services be similar, although the relative
distance between them is one of the factors which must be assessed in deciding

whether the public will make a link between the marks.

Reputation

170. In General Motors Corp v Yplon SA,*3 the CJEU held that:

“24. The public amongst which the earlier trade mark must have acquired
a reputation is that concerned by that trade mark, that is to say, depending
on the product or services marketed, either the public at large or a more

specialised public, for example traders in a specific sector.

25. It cannot be inferred from either the letter or the spirit of Article 5(2) of
the Directive that the trade mark must be known by a given percentage of

the public so defined.

26. The degree of knowledge required must be considered to be reached
when the earlier mark is known by a significant part of the public concerned

by the products or services covered by that trade mark.

27. In examining whether this condition is fulfilled, the national court must
take into consideration all the relevant facts of the case, in particular the
market share held by the trade mark, the intensity, geographical extent and
duration of its use and the size of the investment made by the undertaking

in promoting it.

43 Case C-375/97

65|Page



28. Territorially, the condition is fulfilled when, in the terms of Article 5(2) of
the Directive, the trade mark has a reputation ‘in the Member State’. In the
absence of any definition of the Community provision in this respect, a trade
mark cannot be required to have a reputation ‘throughout’ the territory of

the Member State. It is sufficient for it to exist in a substantial part of it.”

171. The factors that are relevant for an assessment of reputation are the same as
those that are relevant in the assessment of enhanced distinctiveness. In other words,

the bar for reputation is higher than that for proving genuine use of a trade mark.

172. The evidence indicates that at one time the VANNERS company might have
enjoyed a reputation in the silk industry. However, | must assess the reputation the
VANNERS mark enjoyed at the relevant date from the perspective of the relevant
public. This includes businesses, such as clothing and furniture manufacturers and
members of the general public, purchasing items such as ties. | have already drawn
attention to the lack of dated evidence. Sales figures up until 2019 are in the region of
£6m per year, but there is no indication of market share and a lack of evidence showing
how the VANNERS mark has been promoted to businesses and the general public.
After 2019 sales figures are considerably lower than in previous years. Invoices for
2021 and 2022 show sales in the region of £36 thousand pounds, of which
approximately £25 thousand pounds was for ties. This is not surprising given that the
VANNERS factory closed some time after it was purchased by Mr Gawn. The Mill Shop
was at that premises and is the only location for which there is evidence of customers
purchasing VANNERS goods in person. Prints from the VANNERS website show
information and headings for departments such as ‘furniture silk’ but there is no
evidence of how the consumer could purchase goods online, nor any evidence of that

having taken place.

173. As | have already discussed above, Mr Gawn has not provided evidence sufficient
for me to assess, accurately, if and to what extent the VANNERS mark benefits from
enhanced distinctiveness. Unsurprisingly, it is difficult for me to draw specific
conclusions concerning VANNERS'’ reputation at the relevant date. Anecdotal, third-

party evidence of the history of the VANNERS brand is not sufficient on its own and
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the evidence provided by Mr Gawn falls short, for all of the reasons outlined above.

The section 5(3) ground therefore fails.

Section 5(4)(a)

174. Section 5(4)(a) of the Act reads:

“5(4) A trade mark shall not be registered if, or to the extent that, its use in

the United Kingdom is liable to be prevented-

(a) by virtue of any rule of law (in particular, the law of passing off)
protecting an unregistered trade mark or other sign used in the course

of trade, where the condition in subsection (4A) is met,

(aa)...

(b)

A person thus entitled to prevent the use of a trade mark is referred to in this

Act as the proprietor of an “earlier right” in relation to the trade mark.”

175. Subsection (4A) of Section 5 reads:

(4A) The condition mentioned in subsection (4)(a) is that the rights to the
unregistered trade mark or other sign were acquired prior to the date of
application for registration of the trade mark or date of the priority claimed

for that application.”

176. In Discount Outlet v Feel Good UK,# Her Honour Judge Melissa Clarke, sitting
as a deputy Judge of the High Court, conveniently summarised the essential

requirements of the law of passing off as follows:

44[2017] EWHC 1400 IPEC
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“65. The elements necessary to reach a finding of passing off are the
‘classical trinity' of that tort as described by Lord Oliver in the Jif Lemon
case (Reckitt & Colman Product v Borden [1990] 1 WLR 491 HL, [1990]
RPC 341, HL), namely goodwill or reputation; misrepresentation leading to
deception or a likelihood of deception; and damage resulting from the
misrepresentation. The burden is on the Claimants to satisfy me of all three

limbs.

56. In relation to deception, the court must assess whether "a substantial
number” of the Claimants' customers or potential customers are deceived,
but it is not necessary to show that all or even most of them are deceived
(per Interflora Inc v Marks and Spencer Plc [2012] EWCA Civ 1501, [2013]
FSR 21).”

177. Halsbury’s Laws of England Vol. 97A (2021 reissue) provides guidance
concerning the establishment of a likelihood of deception. In paragraph 636 it is noted

(with footnotes omitted) that:

“Establishing a likelihood of deception generally requires the presence of

two factual elements:

(1) that a name, mark or other distinctive indicium used by the claimant

has acquired a reputation among a relevant class of persons; and

(2) that members of that class will mistakenly infer from the
defendant's use of a name, mark or other indicium which is the same
or sufficiently similar that the defendant's goods or business are from

the same source or are connected.
While it is helpful to think of these two factual elements as two successive

hurdles which the claimant must surmount, consideration of these two

aspects cannot be completely separated from each other.
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The question whether deception is likely is one for the court, which will have

regard to:

(a) the nature and extent of the reputation relied upon;

(b) the closeness or otherwise of the respective fields of activity in
which the claimant and the defendant carry on business;

(c) the similarity of the mark, name etc used by the defendant to that
of the claimant;

(d) the manner in which the defendant makes use of the name, mark
etc complained of and collateral factors; and

(e) the manner in which the particular trade is carried on, the class of
persons who it is alleged is likely to be deceived and all other

surrounding circumstances.

In assessing whether deception is likely, the court attaches importance to
the question whether the defendant can be shown to have acted with a
fraudulent intent, although a fraudulent intent is not a necessary part of the

cause of action”.

The relevant date

178. In terms of the relevant date for assessment of this ground, in Advanced
Perimeter Systems Limited v Multisys Computers Limited,*®> Mr Daniel Alexander QC,
sitting as the Appointed Person, quoted with approval the summary made by Mr Allan
James, acting for the Registrar, in SWORDERS Trade Mark:4®

‘Strictly, the relevant date for assessing whether s.5(4)(a) applies is
always the date of the application for registration or, if there is a priority
date, that date: see Article 4 of Directive 89/104. However, where the
applicant has used the mark before the date of the application it is

necessary to consider what the position would have been at the date

4 BL 0-410-11
46 BL 0-212-06
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of the start of the behaviour complained about, and then to assess
whether the position would have been any different at the later date

when the application was made.”

179. The filing date of the contested trade mark in the UK is 20 September 2023. The
proprietor makes no claim to use of the mark prior to that date and it is that date that

is relevant for the purposes of this assessment.

Goodwill

180. The first hurdle for the cancellation applicant is to show that it had the requisite
goodwill at the date of the proprietor’s application for the contested mark. The concept
of goodwill was considered by the House of Lords in Inland Revenue Commissioners v
Muller & Co’s Margarine Ltd:*"

“What is goodwill? It is a thing very easy to describe, very difficult to define.
It is the benefit and advantages of the good name, reputation and
connection of a business. It is the attractive force which brings in custom. It
is the one thing which distinguishes an old-established business from a new
business at its first start. The goodwill of a business must emanate from a
particular centre or source. However widely extended or diffused its
influence may be, goodwill is worth nothing unless it has the power of
attraction sufficient to bring customers home to the source from which it

emanates.”

181. Given my comments earlier in this decision it should be no surprise that | find it
difficult to assess the goodwill in the VANNERS sign at the relevant date. It is certainly
the case that a business that once enjoyed substantial goodwill could still rely on any
residual goodwill existing at the relevant date. However, there are two reasons why this
will not help Mr Gawn in this case. The first is that Mr Gawn has opted to rely on the
goodwill in the VANNERS sign from 2016, only a few years before sales diminished and
production of silk at its factory ceased. Secondly, as | have already found, the evidence

47[1901] AC 217 at [224]
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filed by Mr Gawn is largely undated and does not give examples of how the mark was
directed at the relevant public, nor does it provide market share data. Accordingly, | am
unable to accurately assess the goodwill in the VANNERS sign historically or at any

point.

182. Furthermore, even if | were to assume protectable goodwill for all of the goods for
which | found the mark VANNERS to have been used under section 5(2)(b), BHG’s
goods and services that have survived the 5(2)(b) opposition are not similar to those
goods and the opposition claim under 5(4)(a) would be bound to fail.

183. For all of these reasons, the opposition under section 5(4)(a) fails.

Conclusion

Revocation 506488

184. BHG partially succeeded in revoking Mr Gawn’s trade mark 3145397, which

remains registered for the following:

Class 24

Fabrics, textiles; natural and synthetic fabrics and textiles; silk fabrics;
woven silk fabrics; woven mixed fabrics; silk/linen mixed fabrics; silk/cotton
mixed fabrics; fabrics including metallic and technical yarns; fabrics for
furnishing; fabrics for interior decoration; fabrics for clothing; fabrics for
bridal wear; fabrics for neckwear, ties, cravats, scarves, pocket squares,

bowties and cummerbunds.

Class 25
Clothing, namely ties; cravats; scarves; pocket squares; bowties and
cummerbunds; silk clothing; silk ties, silk cravats, silk scarves, silk pocket

squares, silk bowties, silk cummerbunds and silk neckties.

Opposition 445315
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185. Mr Gawn has partially succeeded in his opposition against BHG’s trade mark

application 3958917, which shall be registered for the following:

Class 24
Household linen, towels, linens, bedsheets, cloth napkins and tea towels

Curtains of plastic

Class 25

Footwear

Class 27

Carpets, rugs, mats and matting, linoleum and other materials for covering existing
floors; wall hangings, not of textile; carpet tiles; vehicle mats and carpets; carpeting;
fabric bath mats; textile floor mats for use in the home; bathroom tiles [carpet]; carpet
runners; textile wall coverings; floor tiles made of carpet; hand made woollen carpets;

door mats of textile; parts and fittings therefor.

Class 35

Retail and wholesale services relating to the sale of towels, linens, bedsheets, cloth
napkins, tea towels, footwear and headgear, carpets, rugs, mats and matting, linoleum
and other materials for covering existing floors, wall hangings, not of textile, carpet
tiles, vehicle mats and carpets, carpeting, fabric bath mats, textile floor mats for use in
the home, bathroom tiles [carpet], carpet runners, textile wall coverings, floor tiles
made of carpet, hand made woollen carpets, door mats of textile, parts and fittings
therefor; retail services relating to the sale of household linen, curtains of textile or
plastic, towels, linens, bedsheets, cloth napkins, tea towels, footwear and headgear,
carpets, rugs, mats and matting, linoleum and other materials for covering existing
floors, wall hangings, not of textile, carpet tiles, vehicle mats and carpets, carpeting,
fabric bath mats, textile floor mats for use in the home, bathroom tiles [carpet], carpet
runners, textile wall coverings, floor tiles made of carpet, hand made woollen carpets,
door mats of textile, parts and fittings therefor, all the aforesaid provided via an
electronic retailing Internet site; mail order retail services relating to household linen,

curtains of textile or plastic, towels, linens, bedsheets, cloth napkins, tea towels,
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footwear and headgear, carpets, rugs, mats and matting, linoleum and other materials
for covering existing floors, wall hangings, not of textile, carpet tiles, vehicle mats and
carpets, carpeting, fabric bath mats, textile floor mats for use in the home, bathroom
tiles [carpet], carpet runners, textile wall coverings, floor tiles made of carpet, hand
made woollen carpets, door mats of textile, parts and fittings therefor; retail services
relating to household linen, curtains of textile or plastic, towels, linens, bedsheets, cloth
napkins, tea towels, footwear and headgear, carpets, rugs, mats and matting, linoleum
and other materials for covering existing floors, wall hangings, not of textile, carpet
tiles, vehicle mats and carpets, carpeting, fabric bath mats, textile floor mats for use in
the home, bathroom tiles [carpet], carpet runners, textile wall coverings, floor tiles
made of carpet, hand made woollen carpets, door mats of textile, parts and fittings

therefor, all the aforesaid provided via the telephone.

COSTS

186. Both sides have partially succeeded in their respective cases and each should

bear their own costs.

Dated this 29" day of July 2026

Al Skilton
For the Registrar,

The Comptroller-General
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Annex 1

3145397

VANNERS

Filed on 20 January 2016
Registered on 15 April 2016

Class 14

Jewellery; costume jewellery; decorative articles for personal use; cufflinks;
tie pins; tie clips; tie bars; badges; shirt studs; stickpins; jewellery and metal
accessories for personal use, all including precious metals, enamels, silk

yarns, precious stones or miniature prints.

Class 24

Fabrics, textiles and textile goods; natural and synthetic fabrics and textiles;
silk fabrics; woven silk fabrics; woven mixed fabrics; silk/linen mixed fabrics;
silk/cotton mixed fabrics; fabrics including metallic and technical yarns;
fabrics for furnishing; fabrics for interior decoration; fabrics for clothing;
fabrics for bridal wear; fabrics for neckwear, ties, cravats, scarves, pocket

squares, bowties and cummerbunds.
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Class 25
Clothing, footwear, headgear; ties; cravats; scarves; pocket squares;
bowties; cummerbunds; silk clothing; silk ties, silk cravats, silk scarves, silk

pocket squares, silk bowties, silk cummerbunds and silk neckties.

Annex 2

3958917

VANNERS 1740

Filed on 20 September 2023

Class 24

Textiles and substitutes for textiles; household linen; curtains of textile or
plastic; textiles and substitutes for textiles; textile fabrics; textiles for
upholstery; non-woven textiles; viscose textiles; polyester textiles; textile
fabrics for the manufacture of clothing; textile fabrics for use in manufacture;
textile fabrics for use in the manufacture of furniture; coated textiles; textiles
made of wool; waterproof textile fabrics; silk fabrics for furniture; reinforced
fabrics [textile]; woollen fabrics; suiting materials [textile]; textile
handkerchiefs; textiles for making articles of clothing; linings [textile];
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towels; linens; bedsheets; cloth napkins; tea towels; fabrics being textile

piece goods made of mixtures of fibres.

Class 25

Clothing, footwear and headgear.

Class 27

Carpets, rugs, mats and matting, linoleum and other materials for covering
existing floors; wall hangings, not of textile; carpet tiles; vehicle mats and
carpets; carpeting; fabric bath mats; textile floor mats for use in the home;
bathroom tiles [carpet]; carpet runners; textile wall coverings; floor tiles
made of carpet; handmade woollen carpets; door mats of textile; parts and

fittings therefor.

Class 35

Retail and wholesale services relating to the sale of textiles and substitutes
for textiles, household linen, curtains of textile or plastic, textile fabrics,
textiles for upholstery, non-woven textiles, viscose textiles, polyester
textiles, textile fabrics for the manufacture of clothing, textile fabrics for use
in manufacture, textile fabrics for use in the manufacture of furniture, coated
textiles, textiles made of wool, waterproof textile fabrics, silk fabrics for
furniture, reinforced fabrics [textile], woollen fabrics, suiting materials
[textile], textile handkerchieves, textiles for making articles of clothing,
linings [textile], towels, linens, bedsheets, cloth napkins, tea towels, fabrics
being textile piece goods made of mixtures of fibres, clothing, footwear and
headgear, carpets, rugs, mats and matting, linoleum and other materials for
covering existing floors, wall hangings, not of textile, carpet tiles, vehicle
mats and carpets, carpeting, fabric bath mats, textile floor mats for use in
the home, bathroom tiles [carpet], carpet runners, textile wall coverings,
floor tiles made of carpet, hand made woollen carpets, door mats of textile,
parts and fittings therefor; retail services relating to the sale of textiles and
substitutes for textiles, household linen, curtains of textile or plastic, textiles
and substitutes for textiles, textile fabrics, textiles for upholstery, non-woven

textiles, viscose textiles, polyester textiles, textile fabrics for the
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manufacture of clothing, textile fabrics for use in manufacture, textile fabrics
for use in the manufacture of furniture, coated textiles, textiles made of
wool, waterproof textile fabrics, silk fabrics for furniture, reinforced fabrics
[textile], woollen fabrics, suiting materials [textile], textile handkerchieves,
textiles for making articles of clothing, linings [textile], towels, linens,
bedsheets, cloth napkins, tea towels, fabrics being textile piece goods
made of mixtures of fibres, clothing, footwear and headgear, carpets, rugs,
mats and matting, linoleum and other materials for covering existing floors,
wall hangings, not of textile, carpet tiles, vehicle mats and carpets,
carpeting, fabric bath mats, textile floor mats for use in the home, bathroom
tiles [carpet], carpet runners, textile wall coverings, floor tiles made of
carpet, hand made woollen carpets, door mats of textile, parts and fittings
therefor, all the aforesaid provided via an electronic retailing Internet site;
mail order retail services relating to textiles and substitutes for textiles,
household linen, curtains of textile or plastic, textiles and substitutes for
textiles, textile fabrics, textiles for upholstery, non-woven textiles, viscose
textiles, polyester textiles, textile fabrics for the manufacture of clothing,
textile fabrics for use in manufacture, textile fabrics for use in the
manufacture of furniture, coated textiles, textiles made of wool, waterproof
textile fabrics, silk fabrics for furniture, reinforced fabrics [textile], woollen
fabrics, suiting materials [textile], textile handkerchieves, textiles for making
articles of clothing, linings [textile], towels, linens, bedsheets, cloth napkins,
tea towels, fabrics being textile piece goods made of mixtures of fibres,
clothing, footwear and headgear, carpets, rugs, mats and matting, linoleum
and other materials for covering existing floors, wall hangings, not of textile,
carpet tiles, vehicle mats and carpets, carpeting, fabric bath mats, textile
floor mats for use in the home, bathroom tiles [carpet], carpet runners,
textile wall coverings, floor tiles made of carpet, hand made woollen
carpets, door mats of textile, parts and fittings therefor; retail services
relating to textiles and substitutes for textiles, household linen, curtains of
textile or plastic, textiles and substitutes for textiles, textile fabrics, textiles
for upholstery, non-woven textiles, viscose textiles, polyester textiles, textile
fabrics for the manufacture of clothing, textile fabrics for use in manufacture,

textile fabrics for use in the manufacture of furniture, coated textiles, textiles
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made of wool, waterproof textile fabrics, silk fabrics for furniture, reinforced
fabrics [textile], woollen fabrics, suiting materials [textile], textile
handkerchieves, textiles for making articles of clothing, linings [textile],
towels, linens, bedsheets, cloth napkins, tea towels, fabrics being textile
piece goods made of mixtures of fibres, clothing, footwear and headgear,
carpets, rugs, mats and matting, linoleum and other materials for covering
existing floors, wall hangings, not of textile, carpet tiles, vehicle mats and
carpets, carpeting, fabric bath mats, textile floor mats for use in the home,
bathroom tiles [carpet], carpet runners, textile wall coverings, floor tiles
made of carpet, hand made woollen carpets, door mats of textile, parts and

fittings therefor, all the aforesaid provided via the telephone.
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